TERRITORIAL LIMITS OF UNITED STATES
PATENT JURISDICTION
1.

!NrnODUCTION

Patent suits brought in federal district courts for infringement of United
States patents! abroad are usually dismissed for failure to state a cause of
action upon which relief can be granted2 or for lack of jurisdiction over the
subject matter.3 Few cases, however, have involved the question of patent
infringement in territories outside foreign countries-e.g.• on the high seas
or in air spaces over international waters.
The purpose of this comment is as follows: (1) To review the concept
of territorial and extraterritorial jurisdiction; (2) to examine the territorial
limits of the patent laws;4 (3) to focus on a specific problem of patent
jurisdiction-that of offshore exploration and mining activities; and (4) to
consider the need of clarifying legislation in the area of patent law.

n.

JURISDICTION OF THE SOVEREIGNTY

A. Territorial Jurisdiction
Generally, the limits of United States territorial jurisdiction coincide
with the traditional geographical boundaries of the sovereign,!' which include the continental United States with its inland and coastal waters out
to the three-mile limit,6 the submerged lands of the continental shelf.1
Alaska, Hawaii, and the various territories and possessions defined by
statute.s
However, the concept of territorial jurisdiction has not always been
limited to traditional geographic boundaries. For example, it has been held
1. Unless otherwise indicated, all references to the word "patent" mem "United
States patent."
2. FED. R. Cw. P. 12(b)(6); see Berghane v. Radio Corp. of AmcriC3z 4 F.R.D.
446 (D. Del. 1945). See generally 3 A. WALX:ER, WALKE:R ON PATEI'."TS ~ 418 (A.
Deller ed. 1937).
3. FED. R. Cw. P. 12(b)(1); see Dr. Beck & Co. v. General EIec. Co., 210
F. Supp. 86 (S.D.N.Y. 1962), aft'd, 317 F.2d 538 (2d Cir. 1963).
4. Patent Act, 35 U.S.C. §§ 1-293 (1964). There are numerous other codified
and uncodified statutes relating to patents, however, title 35 defines patent infringement and the extent of the rights acquired under a patent. The territorial limits of
patent rights and infringement are contained in 35 U.S.C. §§ 100(c), 154,271 (1964).
5. See Steele v. Bulova Watch Co., 344 U.S. 280 (1952); United Stntes v.
Rodriguez, 182 F. SUJ?p. 479 (S.D. Cal. 1960), rev'd on otlrer grounds( Rocha v. United
States, 288 F.2d 545 (9th Cir. 1961), cert. denied, 366 U.S. 948 (1961}.
6. See United States v. California, 381 U.S. 139 (1965).
7. Submerged Lands Act, 43 U.S.C. §§ 1301(b), 1311(a), 1331(a), 1333(3)
(1964).
8. Puerto Rico (48 U.S.C. § 734); Canal Zone (Act of October 18, 1962, Pub.
L. No. 87-845, tit. 4, § 471, 76A Stat. 90); Virgin Islands (48 U.S.C. § 140Sq);
Guam (48 U.S.C. § 1421c); American Samoa (10 U.S.C. § 101); the ~o islaridS
(48 U.S.C. § 1411); islands of Tutuila, Manna and eastern Samoa (48 U.S.C. § 1661);
Swains Island (48 U.S.C. § 1662); Trust Territory of the Pacific Islands (48 U.S.C.
§ 1681).
99
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that territorial sovereignty includes United States flagship vesselso and
legations located within foreign countries.10
It is difficult to generalize as to the limits of territorial jurisdiction.
What may be a United States territory or possession in one instance may
not be in a different situation. l1 No single case is controlling, since the conclusion reached in each case will depend on the purpose of the particular
statute involved. 12 It is submitted, however, that if a nation is continually
exercising jurisdiction in an area, the nation has assimilated the area into its
national bounds of sovereignty. Since the area is within the sovereignty, all
laws of the nation should be applied within the area, unless Congress
expressly indicates otherwise. 13

B. Extraterritorial Jurisdiction
Extraterritorial jurisdiction involves the extension of national laws beyond traditional geographic boundaries of the sovereignty. It has been
suggested that there are five theories of international law upon which extraterritorial jurisdiction can be based. 14 Briefly stated, the theories are as
follows. In the territorial theory, jurisdiction is determined by reference to
the place where the act is committed. The nationality theory of jurisdiction
is determined by reference to the nationality or national character of the
person committing the act. The protective theory of jurisdiction is determined by reference to the national interest injured by the act, while the
universality theory of jurisdiction is determined by reference to the custody
of the person committing the act. Finally, in the passive personality theory,
jurisdiction is determined by reference to the nationality or national character of the person injured by the act.
The territorial theory has been applied most often by the courts. IG The
nationality theory, however, is usually applied to invoke extraterritorial
criminal jurisdiction,t6 while the protective theory has been a basis for both
civil and criminal extraterritorial jurisdiction. 17 The nationality and protective theories have been utilized in a wide variety of extraterritorial relations.
9. Gardiner v. Howe, 9 F. Cas. 1157 (No. 5219) (C.C.D. Mass. 1865); Dut
see United States Lines Co. v. Eastburn Marine Chern. Co., 221 F. Supp. 881, 885
(S.D.N.Y. 1963).
10. Marconi Wireless Tel. Co. of America v. United States, 99 Ct. Cl. 1, 67-68
(1942), vacated in part on other grounds, aft'd in part, 320 U.S. 1 (1943).
11. United States Lines Co. v. Eastburn Marine Chern. Co., 221 F. Supp. 881,
883-84 (S.D.N.Y. 1963).
12. Id. at 883.
13. See Civil Aeronautics Board v. Island Airlines, Inc., 235 F. Supp. 990, 100708 (D. Hawaii 1964), aft'd, 352 F.2d 735 (9th Cir. 1965).
14. Dickinson, Research in International Law: II. Jurisdiction With Respect to
Crime, 29 AM. J. INT'L. L. 435, 445 (Supp. 1935). While all five tllCOrJCS rolnte
primarily to criminal jurisdiction, most are applicable to civil jurisdiction as well.
15. United States v. Rodriguez, 182 F. Supp. 479, 487-88 (S.D. Cnl. 1960).
16. See, e.g., Skiriotes v. Florida, 313 U.S. 69, 73-74 (1941); Gillnrs v. United
States, 182 F.2d 962, 981 (D.C. Cir. 1950); United States v. Rodriguoz, 182 F.
Supp. 479, 488 (S.D. Cal. 1960).
17. See, e.g., Steele v. Bulova Watch Co., 344 U.S. 280, 288-89 (1952); Ramlroz
& Feraud Chili Co. v. Las Palmas Food Co., 146 F. Supp. 59!, 600 (S.D. Cal. 1956),
affd, 245 F.2d 874 (9th Cir. 1957), cm. denied, 355 U.S. 92/ (1958).
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For example. it is settled that Congress possesses the power to enact
laws to control the conduct of United States citizens outside the United
States.IS The Supreme Court has held that:
[T]he United States is not debarred by any rule of international
law from governing the conduct of its own citizens upon the high
seas or even in foreign countries when the rights of other nations or
their nationals are not infringecl19
Jurisdiction also attaches for restraints of trade abroad which affect
United States commerce.20 Congress has even authorized the Federal Trade
Commission to exercise such jurisdiction as is necessary to prevent acts of
unfair competition in commerce by resident citizens. even though committed outside the territory of the United States.21 Moreover. our courts can
freeze property located in foreign countries. pending a trial on the merits.~
Our nation can tax property located in a foreign country which is owned by
a citizen domiciled abroacl23 Under the Articles of War. the United States
has jurisdiction of its soldiers on foreign soil, and the Uniform Code of
Military Justice24 applies to all active duty soldiers in all places in the
world.25
C. Jurisdiction of United States Patent Laws
Jurisdiction of all cases arising under the patent laws is exclusively
reserved to the federal COurts.26 regardless of diversity of citizenship or the
amount in controversy.27
Patent infringement is defined solely by statute in 35 U.S.C. Section
271 (a). which provides:
Except as otherwise provided in this title. whoever without
authority makes. uses or sells any patented invention. within the
United States during the term of the patent therefor. infringes the
patent28
18. Cases cited note 16 supra.
19. Skiriotes v. Florida, 313 U.S. 69. 73 (1941).
20. United States v. Imperial Chem. Indus., 105 F. Supp. 215, 237 (S.D.N.Y.
1952), modifying, 100 F. Supp. 504 (S.D.N.Y. 1951). See also Timkcn Roller Bearing Co. v. United States. 341 U.S. 593 (1951); United States v. Aluminum Co. of
Arilerica, 148 F.2d 416 (2d Cir. 1945), (per curiam), appeal dlsmissed, 322 U.S.
716 (1944).
21. Branch v. Federal Trade Commission, 141 F.2d 31, 34-35 (7th Cir. 1944);
Federal Trade Commission Act, 15 U.S.C. §§ 41-58 (1964).
22. United States v. First Nat1 Cil:)' Bank, 379 U.S. 378 (1965). The Court
applied a broad sweeping test: if the public interest warrants such an exercise of
jurisdiction, the District Courts have suCh authority, absent a showing that foreign
law would be violated.
23. Cook v. Tait. 265 U.S. 47 (1924).
24. 10 U.S.C. §§ 801-940 (1964).
25. Thompson v. Willingham, 217 F. Supp. 901 (M.D. Pa. 1962), affd, 318
F.2d 657 (3d Cir. 1963).
26. Judicial Code, 28 U.S.C. § 1338(a) (1964); United States v. American
Bell Tel. Co., 159 U.S. 548 (1895).
27. Utah Radio Prods. Co. v. Boudette. 78 F.2d 793, 800 (1st Cir. 1935); DalBac, Ltd. v. Firma Astrowerk Otto Berning & Co.• 244 F. Supp. 513. 515 (S.D.N.Y.
1965).
28. (emphasis added). This same territorial limitation is repe3ted in 35 U.s.C.
§ 154 (1964), formerly, 35 U.S.C. § 40 (1946).
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"The United States" means "the United States of America, its territories and possessions,"29 including foreign trade zones.3D The only exception to Section 271 (a) infringement is in the foreign immunity clause,
which says:
The use of any invention in any vessel, aircraft or vehicle of
any country which affords similar privileges to vessels, aircraft or
vehicles of the United States, entering the United States temporarily or accidentally, shall not constitute infringement of any
patent, if the invention is used exclusively for the needs of the
vessel, aircraft or vehicle and is not sold in or used for the manufacture of anything to be sold in or exported from the United
States.31
It is clear that unless the territorial requirements of the statutes are
satisfied, infringement has not occurred, since the scope of the patent
monopoly is coextensive only with its territorial limits.32 Viewed in another
way, if the act occurs outside the territorial limits of the United States, the
federal courts lack subject matter jurisdiction to entertain a suit for infringement of a United States patent.
The territorial limits of patent jurisdiction are determined by resolving
what is "the United States, its territories and possessions." Are the limits of
jurisdiction necessarily geographical?33 Or do the limits extend beyond
national geographical boundaries when an extension serves the interests
of the sovereignty?34
III.

PATENT INFRINGEMENT OUTSIDE TRADITIONAL GEOGRAPHIC BOUNDAlliES

Infringement in Foreign Countries
1. Introduction-Most patent infringement litigation has involved
alleged acts of infringement occurring either within the continental limits of
the United States,35 Alaska and Hawaii, or in foreign countries. It is settled
that no infringement has occurred if the alleged act was performed in a
foreign country.36 For example, while an infringer is liable for acts of infringement in this country, no protection is afforded for the same acts
A.

29. 35 U.S.C. § 100 (1964).
30. G. D. Searle & Co. v. Byron Chern. Co., 223 F. Supp. 172, 173 (E.D.N.Y.
1963).
31. 35 U.S.C. § 272 (1964).
32. Dowagiac Mfg. Co. v. Minnesota Moline Plow Co., 235 U.S. 641, 650 (1015).
33. See note 8 supra.
34. For a discussion of patent jurisdiction problems among Common Mnrket
countries, see Koch & Froschmaier, The Doctrine Of Territoriality In Patent Law Anel
The European Common Market, 9 IDEA 343 (1965).
35. Traditionally understood to be the continental land mass of the United
States, including its territorial waters which extend three miles senwnrdly from tho
shore line; see Henkin, Law for the Sea's Mineral Resources (I.S.H.A. Monograph
No. I, 1968) [hereinafter cited as Henkin].
36. See, e.g., Aluminum Co. of America v. Sperry Prods., Inc., 285 F.2d OIl,
925-26 (6th Cir. 1960), cm. denied, 368 U.S. 890 (1961); Becton, Dickinson &
Co. v. Eisele & Co., 86 F. 2d 267, 269 (6th Cir. 1936), cert. denied, 300 U.S. 667
( 1937); Specialties Dev. Corp. v. C-O-Two Fire Equip. Co., 85 F. Supp. 656, 657
(D.N.].1949).
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performed in Japan and Sweden.37 Also, where a defendant sells the plaintiffs patented articles in the United States and Canada, no recovery can be
had either in damages or profits as to the Canadian sales, since no part of
those transactions occurs in the United States.sa
However, a patent owner is not always without a remedy for acts committed abroad. There are at least two statutory approaches taken by the
courts to extend patent jurisdiction beyond traditional geographic boundaries: (1) An "effect on U. S. industry" test3 9 and (2) a situs of infringement determination-a finding that infringement occurred in a United States
possession or territory.4D
2. "Effect on U. S. Industry"-The first approach affords the patent
owner a remedy only in a restricted situation. Specifically, an owner of a
patent, in effect, can extend his patent rights to foreign countries under the
Tariff Act of 193()41 by preventing the importation of articles made in a
foreign country in accordance with the article claims of the patent.42 However, the patent owner cannot sue the manufacturer, since he practiced the
patented invention outside the United States.43 The courts are careful to
point out that the Tariff Act of 1930 did not broaden the field of substantive
patent rights. It is clear, however, that the Tariff Act did create an exiraordinary remedy for the owner of a product patent« by providing that mere
importation of infringing products constitutes an act of unfair competition.
Apparently, no damages need be shown. It is necessary only that such acts
have a tendency to injure the patent owner's business, or that of his
licensee.45
The In re Northern Pigment CO.46 decision by the Court of Customs
and Patent Appea1s47 interpreted the Act as providing the additional remedy
of prohibiting the importation of products made in accordance with
37.
(3d Cir.
38.
39.

Cold Metal Process Co. v. United Eng'r & Foundry Co., 235 F.2d 224, 229
1956), affd, 351 U.S. 445 (1956).
Dowagiac Mfg. Co. v. Minnesota Moline Plow Co., 235 U.S. 641, 650 (1915).
Tariff Act of 1930) § 337,19 U.S.C. § 1337 (1964).
Unfair methods ot competition and unfair acts in the importntion of
articles into the United States, or in their sale by the owner, importer, consignee, or agent of eitherl the effect or tendenCfJ of which is to destroy or
substantially injure an inaustry, efficiently and economically operated, in the
United States, or to prevent the establlshment of such an industry: or to
restrain or monopolize trade and commerce in the United States, nrc C1cclnred
unlawful, and when found by the President to e.'tist sbaIl be dealt with, in
addition to any other provisions of law, as hercin:lfter providcd.
Id. § 1337(a) (emphasis added).
40. See 35 U.S.C. § 100 (1964).
41. 19 U.S.C. § 1337(a) (1964).
42. In re Von Clemm, 229 F.2d 441 (C.C.P.A. 1955).
43. In re Amtorg Trading Corp., 75 F.2d 826, 831-32 (C.C.P.A. 1935), cert.
denied, 296 U.S. 576 (1935).
44. A product patent is a patent upon an invented article. United States v.
General Elec. Co., 182 F. Supp. 753, 814 (D.N.]. 1949).
45. In re Von Clemm, 229 F.2d 441, 445 (C.C.P.A. 1955).
46. 71 F.2d447 (C.C.P.A.1934).
47. The Court of Customs and Patent Appeals has appellate jurisdiction over
the Tariff Commission. 19 U.S.C. § 1337(c) (1964).
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process48 claims of a patent, notwithstanding the absence of article clnims
reading on the product.49 Later, In re Amtorg Trading Corp.,GO overruled
the earlier decisions as to process claims-at least where nothing more than
the mere act of importation is shown. It remains an open question whether
the Tariff Act provides a remedy as to process claims when the importation
is accompanied by unfair acts such as palming off, false advertising, bribery
of employees, secret rebates and concessions, and the like. li1
Five years after Amtorg, Congress added an amendmentli2 to the
Tariff Act which codified the Northern Pigment process claim doctrine.li3
There are no cases which refer to this amendment. G4 Twenty years after
the court apparently eliminated the Tariff Act remedy as to owners of
process claims in Amtorg, it conceded that the language of Section (a) of
the Tariff Act did not define the terms unfair methods of competition and
unfair acts in the importation of articles. The court noted that such language
was "broad and inclusive and should not be held to be limited to acts
coming within the technical definition of unfair methods of competition as
applied in some decisions."55
The underlying rationale of affording patent owners a remedy against
the importation of infringing articles under the Tariff Act is justified by the
protective theory of extraterritorial jurisdiction. Further support for the
allowance of a remedy is found in the broad scope of the Federal Trade
Commission Act, which provides that "unfair methods of competition in
commerce, and unfair or deceptive acts or practices in commerce, are
declared unlawful."56
Under the Constitution,57 "commerce" includes all those things which
stimulate or decrease the flow of commerce, although not directly in its
stream.58
48. A process patent is a patent upon a method, I.e., an act or serles of acts
perfonned upon subject matter to be transfonned or reduced to a different state
or thing. Cowles Co. v. Frost-White Paper Mills, 174 F.2d 868, 870 (2d Clr. 1040).
49. See also In re Orlon Co., 7I F.2d 458 (C.C.P.A. 1934); Frischer & Co. v.
Bakelite Corp., 39 F.2d 247 (C.C.P.A. 1930), cert. denied, 278 U.S. 641 (1928).
50. 75 F.2d 826 (C.C.P.A. 1935).
5!. See In re Northern Pigment Co., 71 F.2d 447, 454-55 (C.C.P.A. 1034).
52. The importation for use, sale, or exchange of a product made, produced,
processed, or mined under or by means of a process covered by the claims
of any unexpired valid United States letters patent, shall have the same
status for the purposes of section 1337 of this title as the importation of any
product or article covered by the claims of any unexpired valid United States
letters patent.
19 U.S.C. § 1337a (964).
53. 4 R. CalImann, UNFAIR COMPETITION AND TRADE-MARKS, § 100.1(b) n. 84
(Supp. 1965).
54. See Stark, Efforts by Treaty, Case and Statute to Provide Holders of Process
Patents Protection Against Imported Goods Made by the Patented Process, 42 J. PAT.
OFF. Soe'y 21 (1960); Wolfe; The Importation of Infringing Articles and a Patcntec's
Subsequent Remedies Before tne Tariff Commission, 39 J. PAT. OFF. Soe'y 214 (1057).
55. In re Von Clemm, 229 F.2d 441, 444 (C.C.P.A. 1055).
56. 15 U.S.C. § 45(a)(1) (1964).
57. U.S. Const. art 1. § 8.
58. Ford Motor Co. v. Federal Trade Comm., 120 F.2d 175, 183 (6th Cir. 1041),
cert. denied, 314 U.S. 668 (1941).
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In the area of trademarks and unfair competition, the fact that the
subject matter of a suit is situated in a foreign country will not deprive an
equity court of jurisdiction to grant relief against certain unfair acts
abroad.59 For example, a district court enjoined the defendant's appropriation of the plaintiffs trademark in Mexico, ruling:

[I]nherent in national sovereignty is the power to impose, even
upon foreigners owing no allegiance, liability for acts done abroad
which proximately cause damage within the territorial limits of
the sovereign.60
This far-reaching exercise of jurisdiction appears to be authorized by a
literal reading of the trademark statutes,61 since trademark infringement is
defined therein62 as including certain acts committed in "commerce," which
includes all commerce which may lawfully be regulated by Congress.ll:I
Similar relief has been afforded for copyright infringement abroad.llt Thus,
59. Vacuum Oil Co. v. Ealde Oil Co., 154 F. 867, 815, (D.N.J. 1907), offd,
162 F. 671 (3d Cir. 1908), cert. climied, 214 U.S. 515 (1909).
60. Ramirez & Feraud Chili Co. v. Las Palmas Food Co., 146 F. Supp. 594,
600 (S.D. Cal. 1956), (per curiam), aff'd, 245 F.2d 814 (9th Cir. 1957), ccrt. acnicd,
355 U.S. 927 (1958). But see Vanity Fair Mills, Inc. v. T. Eaton Co., 234 F.2d 633
(2d Cir. 1956), cert. denied, 352 U.S. 871 (1956).
61. Trademark Act of 1946, 15 U.S.C. §§ 1051-72, 1091-96, 1111-21, 1123-27
(1964).
62. Any person who shall, without the consent of the registmnt(a) use in commerce any reproduction, counterfeit, cop):, or colorable
imitation of a registered mark in connection with the sale, offering for sale,
distribution, or advertising of any goods or services on or in connection with
which such use is likely to cause confusion, or to cause mistnke, or to
deceive; or
(b) reproduce, counterfeit, copy, or colorably imitate a registered
mark and apply such reproduction, counterfeit, copy, or colorable imitation
to labels, signs, prints, packages, wrappers, receptacles or advertisements
intended to be used in commerce upon or in connection with the sale, offering
for sale...distribution, or advertising of goods or services on or in connection
with wnich such use is likely to cause confusion, or to cause mistnke, or to
deceive,
shall be liable in a civil action by the registmnt for the remedies hereinafter provided.
15U.S.C. § 1114(1) (1964).
63. The intent of this chapter is to regulate commerce within the control
of Congress by making actionable the deceptive and misleading use of marks
in such commerce; to protect registered marks used in such commerce from
interference by State, or territorial legislation; to protect persons engaged
in such commerce against unfair competition: to prevent fraud and deception in such commerce by the use of reproductions, copies.. counterfeits, or
colorable imitations of registered marks; and to provide rignts and remedies
sti12u1ated by treaties and conventions respecting trade-marks, trade names,
and unfair competition entered into between the United States and foreign
nations.
155U.S.C. § 1114(1) (1964).
64. Sheldon v. Metro-Goldwyn Pictures Corp., 106 F.2d 45 (2d Cir. 1939).
affd, 309 U.S. 390 (1940). In that case, Judge Hand held that profits made from
exhibiting an infringing picture outside the United States are included in the measure
of recovery. The negative of the picture was made in the United States, then shipped
abroad where positives were made and e:mibited. Judge Hand reasoned that the
plaintiff acquired an equitable interest in the pictures as soon as they were made,
which attached to any profits from their e.'\}Jloitation, and that the law sclzcd upon
them and impressed them ,vith a constructive trust for the plaintiffs benefit. ld. at 52See also Copyright Act, 17 U.S.C. § l(d) (1964).
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we see the courts extending laws in many areas to reach acts committed
outside the sovereignty which have an effect on United States commerce.
A strong argument exists, however, against applying an "effect on
United States industry" test to extend jurisdiction of the patent laws beyond
the territorial limits of the nation. Congress has not expressly broadened the
patent laws to include infringing acts abroad, and the courts are often
unwilling to extend our laws beyond the boundaries of the United States
unless a contrary legislative intent appears. 6S
3. Situs of Infringement-Perhaps another more valid approach to
extraterritorial application of patent laws is to determine if the situs of the
act is a United States territory or possession. If infringement occurs in a
United States territory or possession, then the express language of the
patent statutes is satisfied. 66
In 1940 and 1941, Great Britain leased to the United States certain
military bases in Newfoundland, Bermuda, and the West Indies. The
Supreme Court held in Vermilya-Brown Co. v. Conne1l 67 that the Fair Labor
Standards Act6S applied to these bases since they were United States
"possessions." But a year later, in United States v. Spelar,69 it was held that
the Federal Tort Claims Act7° did not apply to a United States base in
Newfoundland, since the Act excludes recovery for claims "arising in a
foreign country."71 While the result reached in Spelar may have been correct
in view of the legislative intent behind the Federal Tort Claims Act, the
reason the court gave was not convincing. The fact that the Federal Tort
Claims Act excluded acts arising in foreign countries, did not mean that it
excluded acts arising in a United States possession within a foreign country.
In other words, the situs in Spelar was a United States possession, although
the situs was surrounded by a foreign country.72 In a concurring opinion in
Spelar, Justice Jackson conceded that:

While congressional incoherence of thought or of speech is not
unconstitutional and Congress can use a contrariety of terms to
describe the same thing, we should pay Congress the respect of not
assuming lightly that it indulges in inconsistences of speech which
make the English language almost meaningless.73
The Spelar and Vermilya cases serve to point up the chameleonic definition
the courts give to United States territories and possessions.
65. Steele v. Bulova Watch Co., 344 U.S. 280, 285 (1952); Blackmer v. United
States, 284 U.S. 421, 437 (1932).
66. 35 U.S.C. §§ 100,271 (1964).
67. 335 U.S. 377 (1948).
68. 29 U.S.C. §§ 201-19 (1964).
69. 338 U.S. 217 (1949).
70. Act of Aug. 2, 1946, ch. 753, tit. IV, 60 Stat. 842.
71. Id. at § 421(k).
72. See United States v. Archer, 51 F. Supp. 708, 709 (S.D. Cal. 1943), whereIn
the court held that a leased consulate building located in a foreign country was
United States territory.
73. 338 U.S. at 225.

HeinOnline -- 7 Hous. L. Rev. 106 (1969-1970)

1969]

PATENT JURISDICTION

107

In a decision74 decided the same year as Spelar, the court refused to

apply the Federal Eight Hour Law75 to an overtime pay claim by a United
States citizen hired under a United States government contract to build
certain public works on behalf of the government in Iraq and Iran. The
court held the Act did not apply to work performed in a foreign country.
The court reasoned that the construction site was not a possession, since the
United States had not acquired a lease, but had secured only a license to
use the property without the transfer of any property rights. The court's
discussion of whether the situs of the public works project was a possession
was irrelevant. There was no language in the Eight Hour Law whicll
restricted its application to the United States. On the contrary, the Eight
Hour Law applied to <C[e]very contract made to which the United States ...
is a party ...."76
The only patent infringement case directly dealing with the jurisdictional question of United States possessions within foreign countries is
Marconi Wireless Telegraph Co. v. United States.77 The United States
made and used some patented radio receivers at a United States
Naval Radio Station at the American Legation in Peking, China. The court
held that manufacture and use in such a location violated the monopoly
created by the patent.78
A review of cases in other areas of law involving similar questions of
territorial limits is useful in predicting which areas are United States territories and possessions under the patent laws. \Vhen a nation has considered
an area its territory for the purposes of applying some laws, it is more likely
to consider it sovereign territory for purposes of other laws as well. Thus,
a court may consider several factors, including: (1) The location of the
area-whether it is on the high seas or \vithin a foreign countryj79 (2) the
nature of the property rights acquired by the United States in tlle arealease,80 temporary license,81 and colonial claimsj82 (3) the national interest
involved;83 (4) the possibility of violating any foreign lawj84 and (5) the
existence of any relevant treaty85 which provides immunity to foreign nationals.

74. Foley Bros. v. Filardo, 336 U.S. 281 (1949).
75. Act of Aug. 1, 1892, ch. 352, 21 Stat. 340, as amended 40 U.S.C. §§ 323,
321-32 (1964).
76. Act of June 19, 1912, ch. 174, § 1, 31 Stat. 131, as amended 40 U.S.C.
§ 330 (1964) (emphasis added).
77. 99 Ct. CL 1 (1942).
78. 1d. at 61; 35 U.S.C. § 154 (1964), formerly ch. 312, § 1,46 Stat. 316 (1946).
79. See Lauritzen v. Larsen, 345 U.S. 571, 583-84 (1953).
80. See Vermilya-Brown Co. v. Connell, 335 U.S., 311, 383-85 (1948).
81. See Foley Bros. v. Filardo, 336 U.S. 281, 285 (1949).
82. See 48 U.S.C. § 1411 (1964).
83. See United States v. First Nat1 City Bank, 379 U.S. 318, 383 (1965).
84. Skiriotes v. Florida, 313 U.S. 69, 13 (1941).
85. Convention of Paris for the Protection of Industrial Property, March 20,
1883; art. 5, opened tor signature Oct. 31, 1958, [1962] 1 U.S.T. 1, T.LA.S. No. 4931.
See 35 U.S.C. § 212 1964).
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B. Infringement on the High Seas and in Air Spaces
The courts are less reluctant to affirm jurisdiction outside the geographical limits of the United States when the situs of the act in question is
outside the sovereignty of any foreign country, such as on the high seas.80
This is especially true when a party is a United States citizen.87
1. Vessels on the High Seas-The leading patent infringement caso
involving an American vessel on the high seas is Gardiner v. Howe,88
decided in 1865. There the defendant, an American citizen, was held liable
for using the patented improvement of the plaintiff, without a license, while
on board an American vessel on the high seas. The patent was on an improvement in the sails of vessels. The defendant owner had authorized the
ship's master to apply the patented improvement to one of the sails while
on the high seas. The facts do not reveal whether the vessel was American
owned and registered, but the language of the court implies this conclusion.
The holding is unequivocal:

The patent laws of the United States afford no protection to inventions beyond or outside of the jurisdiction of the United States;
but this jurisdiction extends to the decks of American vessels on
the high seas, as much as it does to all the territory of the country,
and for many purposes is even more exclusive.80
Under the Gardiner doctrine, it is not clear whether the patent laws
are applicable to American owned vessels of foreign registry. The fact that
the situs of the act is a vessel necessarily requires consideration of principles
of maritime and international law, as well as patent law.
It is a somewhat well-established rule of international law that the law
of the flag state ordinarily governs the internal affairs of a Ship.DO The rme is
justifiable from a practical standpoint, in that a ship is likely to visit ports of
many nations during any particular voyage. A territorial standard is impractical for the regulation of an enterprise conducted under many territorial
rules, and, at the same time, under none. Conversely, the law of the flag is
constant and predictable. o1 This rule is actually a corollary to the principle
of freedom of the seas. While the freedom of the seas doctrine shields a
vessel from any exercise of foreign law while on the high seas, it provides
that the ship is assimilated into the territory of the flag state. 92
However, the law of the flag does not always control. For example,
under special maritime criminal jurisdiction, the nationality of the vessel is
86. High seas constitutes all waters outside the territorial waters of every naUon.
87. See Steele v. Bulova Watch Co., 344 U.S. 280, 282 (1952).
88. 9 F. Cas. 1157 (No. 5219) (C.C.D. Mass. 1865).
89. Id. at 1158.
90. McCulloch v. Sociedad Nacional de Marineros, 372 U.S. 10, 20-21 (1903).
91. Lauritzen v. Larsen, 345 U.S. 571, 585 (1953).
92. Case of the S.S. "Lo~l" [1927] P.C.I.J., ser. A, No. 10. Also.. tlle State
Department Regulations provide that a foreign vessel includes any vessel regardless
of ownership, which is documented under the laws of a foreign country. 22 C.F.n.
§ 81.1(f) (1969).
.
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determined by the owner's nationality, not the flag. 93 On the other hand, the
Supreme Court has held that United States criminal jurisdiction extends to
United States flagships which are deemed to be a part of the sovereignty,
and do not lose that character when in navigable waters within the territoriallimits of another nation.94 Moreover, maritime jurisdiction e.'\tends
to piratical vessels95 regardless of the nationality of the offender.UG
The criminal jurisdiction of our courts does not provide a predictable
basis for either general civil jurisdiction or for patent jurisdiction. Criminal
jurisdiction has been extended ehtraterritorially under a nationality theory
that the nation demands allegiance of its citizens everywhere,!l7 especially
where the acts are directly injurious to the governmentIl3 In civil cases,
however, the nationality theory is more difficult to justify, since a private
dispute is usually involved ,vithout underlying questions of allegiance to the
sovereignty.
Thus, it is uncertain which of our laws extend to American vessels.
Although the decks of United States ships may be United States territory in
a patent situation under the Gardiner99 doctrine, a child of foreign parents
born on an American vessel on the high seas is not "born in the United
States."IOD The National Prohibition Act,101 which applied "not only to the
United States, but to all territory subject to its jurisdiction,"ID2 was held not
to include domestic vessels when outside the territorial waters of the United
States.103 However, it was applicable to both foreign and domestic vessels
within territorial waters.104
Patent infringement on vessels can be considered a maritime tort Any
patent infringement is a tort; it is an interference or trespass on the property
rights of the patentee.IDS Maritime torts are civil wrongs committed on
navigable waters, and the place where they are committed-not their nature
-is decisive of the question of admiralty jurisdiction. lOo And such jurisdiction generally has been held to extend to every species of tort committed
upon the high seas or on navigable waters. lD7
93. 18 U.S.C. § 7 (1964).
94. United States v. Flores, 289 U.S. 137 155-56 (1933).
95. A piratical vessel is a vessel not la~y sailiDg under the flag of any nation.
United States v. Holmes, 18 U.S. (5 Wheat.) 412, 415-16 (1820).
96. ld.
97. Cook v. Tail, 265 U.S. 47, 56 (1924).
98. See United States v. Bowman. 260 U.S. 94 (1922).
99. 9 F. Cas. 1157 (No. 5219) (C.C.D. Mass. 1865).
100. In re Lam Mow, 19 F.2d 951, 952 (N.D. Cal. 1927), affd, 24 F.2d 316
(9th Cir. 1928).
101. Act of October 28, 1919, ch. 85, 41 Stat. 305.
102. Cunard S.S. Co. v. Mellon, 262 U.S. lOa, 121 (1923).
103. ld. at 123.
104. ld. at 124.
105. Heath v. A.B. Dick Co., 253 F.2d 30, 34 (7th Cir. 1958).
106. Berwind-White Coal Mining Co. v. City of New York, 135 F.2d 443, 446
(2d Cir. 1943). But cf. McGuire v. New York, 192 F. Supp. 866, 870 (S.D.N.Y. 1961).
107. Weinstein v. Eastern Airlines, Inc., 316 F.2d 758, 763 (3d Cir. 1963)
cerl. denied, 375 U.S. 940 (1963); United States v. Matson Navigation Co., 201 F~
610, 613 (9th Cir. 1953); Dagger v. U.S.N.S. Sands, 287 F. Supp. 930, 940-41 (S.D.
W. Va. 1968).
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Analogizing the tort of patent infringement on vessels with that of
general maritime torts may be unreliable for several reasons. First, remedies
for patent jurisdiction are purely statutory.l0B Often, the courts have treated
the problem of interpretation of a statute as one of construction, and have
refused to extend its effect, absent express Congressional authority. lOll Thus,
predicting which factors determinative of maritime law to consider in construing the patent statutes, and weighing such factors, is uncertain. Second,
under the patent foreign immunity clause110 jurisdiction does not extend to
any vessel under a foreign flag when the infringement is used in conjunction
with the needs of the vessel, provided the foreign country affords similar
privileges to United States vessels. 111 For example, foreign flagship vessels
are granted immunity from infringement claims for using an invention while
temporarily within United States territorial waters. 11Z This protection does
not extend, however, to making or selling the invention while in United
States pOrts. 113
But even if patent infringement on a vessel can be classified as a
maritime tort, it is not certain that the Gardiner doctrine will always be
applied. The Gardiner case involved an American citizen using a patented
improvement on an American owned ship, presumably flying the American
flag. Absent anyone or a combination of these factors, a vessel could be
considered to lose that "character" which makes it a territory or possession. ll4 However, it is unlikely that an American ship owner intent upon
evading his obligation under the patent laws could avoid jurisdiction merely
by incorporating in a foreign country or registering under a foreign flag. 11ll
The court can pierce the facade of a foreign registry to reach American
owners,116
2.

Aircraft-The Federal Aviation Act of 1958 provides:

The United States of America is declared to possess and exer·
cise complete and exclusive national sovereignty in the airspace of
the United States, including the airspace above all inland waters
and the airspace above those portions of the adjacent marginal
high seas, bays, and lakes, over which by intemationallaw or treaty
or convention the United States exercises national jurisdiction.
Aircraft of the armed forces of any foreign nation shall not be
navigated in the United States, including the Canal Zone, except in
108. See 35 U.S.C. § 271 (1964).
109. Steele v. Bulova Watch Co., 344 U.S. 280, 285 (1952).
110. 35 U.S.C. § 272 (1964).
111. Id. For a listing of member nations, see Convention of Paris for tho Protection of Industrial Property, March 20, 1883, art. 5, opened for signature Oct. 31,
1958 [1962] 1 U.S.T. I, T.I.A.S. No. 4931.
112. Brown v. Duchesne, 60 U.S. (19 How.) 595, 601 (1857).
113. Id. at 599-600.
114. See Lauritzen v. Larsen, 345 U.S. 571, 583 (1953).
115. See Bartholomew v. Universe Tnnkships, Inc., 263 F.2d 437, 442 (2d Cir.
1959), cert. denied, 359 U.S. 1000 (1959).
116. Id; Carroll v. United States, 133 F.2d 690{ 693 (2d Cir. 1043); Zielinski v.
Empresa Hondurena de Vapores, 113 F. Supp. 93, 95 S.D.N.Y.1953).
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accordance with an authorization granted by the Secretary of
State.1l7
Presumably the patent laws apply to all persons, regardless of nationality,lIS
who practice a patented invention in United States airspace, excluding those
exempt under the foreign immunity clause.110 Just how far into space national jurisdiction extends is uncertain. 120
The meaning of the term "marginal high seas"121 in the Federal Aviation
Act is unclear. The territorial sea, a part of the United States, e;...iends three
nautical miles from the coast.122 The Geneva Conference on the Law of the
Seal23 refers to a "contiguous zone" which extends not more than 12 miles
from the same coast line from which the breadth of the territorial sea is
measured. l24 Presumably, the marginal high seas include all waters beyond
the territorial seas to the outer limits of the contiguous zone. This would
mean that the United States exercises sovereignty of the air space over
marginal high seas extending 9 miles outward from the outer limit of the
territorial sea. However, the Outer Continental Shelf Lands Act125 provides
that the waters outside United States territorial waters retain their character
as high seas, which means that jurisdiction does not e;...iend to the high seas
or the air space above the high seas. 126 But the Federal Aviation Act of
1958 extends our sovereignty to air space beyond that which is over the
territorial seas.127 This apparent conflict in the limits of sovereignty has not
been considered by the courts.
An aircraft acquires United States nationality upon registration with
the Federal Aviation Agency. To be eligible for registration, the aircraft
must be "owned by a citizen of the United States ... or [must be] ...
an aircraft of the Federal Government, or of a State, Territory, or possession
of the United States ... or a political subdivision thereof."J28 Thus, while a
United States flagship vessel may be owned by a foreign citizen, a United

117. 49 U.S.C. § 1508 (1964).
118. Cf. Olin Mathieson Chern. Corp. v. MoUns Organizations, Ltd., 261, F. Supp.
436,400 (E.D. Va. 1966).
119. 35 U.S.C. § 272 (1964).
120. See Henkin, supra note 35, at 40.
121. 49 U.S.C. § 1508 (1964).
122. Submerged Lands Act, 43 U.S.C. § 1312 (1964). A geographical mUc is
synonomous with a nautical or marine mile which equals approximately 1.15 common
or statute mUes.
123. U.N. Doc. No. AlConf. 13/L.52 to 13/L.55 (1958).
124. 1958 Geneva Convention on the Territorial Sea and the Contiguous Zone,
art. 24.2, April 12, 1961, [1964] 2 U.T.S. 1606, 1612 Tl.A.S. No. 5639.
In a zone of the high seas contiguous to its territorial sea, the coastal [nation]
may exercise the control necessary to: (a) prevent infringement of its custo~l
fiscal, immigration or sanitary regulations within its territory or territorial
sea.

ld. art. 24.1.
125. 43 U.S.C. §§ 1331-43 (1964) [hereinafter cited lIS OCSL Act].
126. Guess v. Read, 290 F.2d 622, 625 (5th Cir. 1961), cart. denied, 368 U.S.
957 (1962).
127. 49 U.S.C. § 1508(a) (1964).
128. 49 U.S.C. § 1401(b) etc. (1964).
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States flagship aircraft, by statutory definition, must be owned by a United
States citizen.
It is possible that, under the Gardiner doctrine, the patent laws extend
to all United States flagship aircraft, although in reality, the question is
unsettled. While there is a lack of directly controlling precedent in the
patent area, in recent years the courts bave begun to extend admiralty law
to aircraft. For example, the Federal Death on the High Seas Act12D was
enacted to create a right of action in an admiralty court whenever deatll
was "caused by wrongful act, neglect, or default occurring on the
high seas .. ."130 beyond the territorial sea. The Act has been held to apply
to an aircraft which crashes on the high seas,131 even though the negligent
act which occasions the accident occurs on land. 132 Likewise, if wrongful
death occurring on land is 9aused by a negligent act in an aircraft while
over the high seas, the Act applies. l33
The extent to which admiralty law applies to aircraft is unsettled. For
example, navigation and shipping laws of the United States do not apply to
aircraft, including seaplanes. l34 Thus, application of all maritime law to
aircraft appears unavailable absent statutory authority. Nevertheless, it
appears illogical to consider a United States owned and registered vessel a
part of United States territory for patent law purposes, without extending
this reasoning to include United States owned and registered aircraft. 13G If
the sovereignty is willing to extend its jurisdiction to some United States
flagships, it ought to extend its jurisdiction consistently to all United States
flagships, vessels, and aircraft, alike.
Offshore Exploration
Patent jurisdiction over offshore exploration 136 activities is governed in
most instances by the OCSL Act,137 which provides:
C.

The Constitution and laws and civil and political jurisdiction
of the United States are extended to the subsoil and seabed of the
outer Continental Shelf and to all artificial islands and fixed structures which may be erected thereon for the purpose of exploring
for, developing, removing, and transporting resources therefrom,
129. 46 U.S.C. §§ 761-68 (1964).
130. Id. § 761.
131. Weinstein v. Eastern Airlines, Inc., 316 F.2d 758, 765 (3d Gir. 1963).
132. Lacey v. L. W. Wiggins Ainvays, Inc., 95 F. Supp. 916, 918 (D. Mnss.
1951).
133. D'Aleman v. Pan Am. World Ainvays, Inc., 259 F.2d 493, 494 (2d Cir.
1958).
134. 49 U.S.C. § 1509(a) (1964).
135. But see Air Line Stewart's Ass'n v. Trans World Airlines, Inc., 173 F. Supp.
369 (S.D.N.Y. 1959)1 aff'd, 273 F.2d 69 (2d Cir. 1959), cert. den/ed, 362 U.S. 988
(1960). This case he d that a United States flagship aircraft based in Europe was not
subject to the Interstate Commerce Act, 49 U.S.C. §§ 1-27 (1964), sinco nIl of its
flights were conducted in Europe. Id. at 375.
136. For a history of United States law in offshore waters, see R. SLOVENKO, OIL
AND GAS OPERATIONS: LEcAL CONSIDERATIONS IN THE TIDELANDS AND ON LAND (1963).
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to the same extent as if the outer Continental Shelf were an area of
exclusive Federal jurisdiction located within a State .... 138
The Act affects neither the high seas and air space over the outer
continental shelf,I39 nor the submerged lands beneath the territorial sea.
These lands, commonly called "tidelands," belong to the respective coastal
statesl40 and are not a part of the outer continental shelf. The waters above
the tidelands-"territorial waters"-defines the outer territorial limits of the
United States, as to claims of sovereignty over coastal waters. HI However,
it is uncertain how far the continental shelf extends, as can be seen from the
accepted definition:
[T]he term 'continental shelf is used as referring ... to the seabed
and subsoil of the submarine areas adjacent to the coast but outside
the area of the territorial sea, to a depth of 200 metres or, beyond
that limit, to where the depth of the superjacent waters admits of
the exploitation of the natural resources of the said areas •...142
Apparently, claims to the seabed and subsoil e.\.tend far beyond the 200
meter depth, which averages 30 miles in width,143 since the United States
has issued mineral leases in waters as deep as 4,000 feet and as far from the
coast as 100 miles. l44 The Department of Interior, which is granted e.xclusive
authority to grant and administer leases on the outer continental shelf,145
has never refused a lease merely because the waters were deeper than 200
meters.146
It is clear that a "fixed structure" or "artificial island"147 constructed on
leased land on the continental shelf for the purpose of mineral e.\.-ploration or
extraction, is part of the United States, under the OCSL Act Thus, the
patent laws apply to such a fixed structure. The difficulty under the OCSL
Act lies in determining what constitutes an "artificial island and fixed structure" subject to United States jurisdiction.
Offshore drilling structures are of five general types. 148 The "fixed platform" type, in common use prior to 1950,149 is a stationary structure erected
on pilings. The "jack-up" type, in use beginning in 1950,150 is a mobile vessel
which sets foundation mats or piles on or in the seabed. The platform is
then elevated above the sea surface by a jacking mechanism. The "sub138. ld. § 1333(a)(l) (em12hasis added).
139. Guess v. Read, 290 F.2d 622, 625 (5th Cir. 1961).
140. Submerged Lands Act, 43 U.S.C. § 1311 (1964).
141. ld.
142. 1958 Geneva Convention on the Continentnl Shelf, nIt. 1, April 12, 1961,
[1964] 1 U.S.T. 471, 473 T.I.A.S. No. 5578.
143. Henkin, supra note 35, at 46.
144. ld. at 38.
145. See 43 U.S.C. § 1334 (1964).
146. Henkin, supra note 35, at 46.
147. 43 U.S.C. § 1333(a)(1) (1946).
148. However, there may be many modifications or combinations of these basic
types. See generally, Howe, Evolution of Offshore Mobile Drilling UnUs (pts 1-3), 25
OFFSHOIIE (No.3) 68, (No.4) 76, (No.5) 102 (1966).
149. ld. No.3 at 70.
150. ld. No.4 at 76.
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mersible" type, used initially in 1949,151 is a mobile vessel capable of being
moved from place to place while floating in a raised position, and then
partly submerged to sit on the seabed, with the platform still above the sea
surface. The "semi-submersible" rig is a mobile vessel capable of being
moved from place to place while floating in a raised position, and then
partly submerged to drill in a still floating position. The semi-submersible,
in use beginning in 1962,152 enjoys special floating stability characteristics,
and is equipped with positioning means, such as anchors to hold it on location while drilling in the partly submerged, but still floating position. The
"surface floater" type, first used in 1953,153 drills while floating on the water
surface using positioning means such as anchor systems to hold itself in
position over the desired drilling location.
While the OCSL Act gives no definition of "artificial islands or fixed
structures," it charges the Coast Guard with the authority to promulgate
and enforce safety regulations l54 on and around the artificial islands and
structures. The Regulations define an artificial island or fixed structure as
<ea building or platform secured to the seabed by fixed means or sub·
merged onto the seabed so that for all practical purposes it becomes stationary. This includes both mobile and built-up platforms."155 A mobile
platform is "an artificial island or fixed structure, which includes as an
integral part of itself features which permit it to be moved as an entity from
position to position and to be fixed to or submerged onto the seabed."150
This definition includes all five types of offshore drilling structures, includ·
ing vessel-types which use anchor means to hold the structures on location,
or which sit on the seabed. 157
The Regulations, read narrowly, appear to include only fixed platforms,
submersible, jack-up rigs, and anchored semi-submersibles and floaters, and
not those semi-submersibles and floaters which use dynamic thrusters,158
rather than anchors to position the vessel.
This conclusion, however, is only possible by an inflexible and perhaps
erroneous interpretation of "fixed" as used in the Regulations. The drafters
of the Regulations surely did not intend "fixed" to mean "permanently or
151. ld. No.3 at 89.
152. ld. No.5 at 102.
153. ld.
154. 43 U.S.C. § 1333(e)(1) (1964); See 33 C.F.R. 140.01-1 to .25-5 (1969).
155. ld. § 140.10-5.
156. ld. § 140.10-30.
157. There are no cases holding that vessel-type rigs come within tho gonerlll
jurisdiction of the OCSL Act, 43 U.S.C. § 1333(11). An inference is mllde, however, in Guess v. Read, 290 F.2d 622, 625 (5th Cir. 1961). See also BOlltel, Inc.
v. Delamore, 379 F.2d 850 (5th Cir. 1967); Oliver v. Ocelln Drilling & Exrlorutlon
Co., 222 F. Supp. 843 (W.D. La. 1963). Fixed rigs are definitely artificill islands
or fixed structures under the OCSL Act. Rodrigue v. Aetna Cas. Co., 395 U.S. 352,
89 S.Ct. 1835 (1969); Loffland Bros. Co. v. Roberts, 386 F.2d 540, 545 (5th Cir.
1968), eert. denied, 389 U.S. 1040 (1968); Ocean Drilling and Explorutlon Co. v.
Berry Bros. Oilfield Service, 377 F.2d 511, 514 (5th Cir. 1967), een. den/ed, 389 U.S.
849 (1967); Pure Oil Co. v. Snipes, 293 F.2d 60, 62 (5th Cir. 1961).
158. Dynamic thrusters are power driven propellor systems, used to keep II
drilling structure positioned over a selected drilliDg location.
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rigidly attached." A narrow definition would exclude semi-submersibles and
floaters. Furthermore, such an interpretation of "fixed" results in a non
sequitur in the Regulations definition of mobile platforms. A platform rigidly
or permanently attached to the seabed, by its very nature, can never be
"mobile."
A sounder view would be to interpret "fixed" as fixed with reference to
the seabed. As long as a drilling structure is capable of maintaining a fixed
position with reference to the seabed and is capable of remaining stabile, it
is fixed for its intended purpose-drilling. Thus, semi-submersibles and
floaters equipped with dynamic thrusters for positioning, as well as anchors
would come within the definition. Moreover, all five types of drilling structures normally have a conduit, usually the drill pipe, connecting the platform to the seabed. In this sense, too, a floater or semi-submersible is more
"fixed" to the seabed than a submersible sitting on the seabed, but without
a conduit connected to the seabed.
It is unlikely that Congress intends to exclude from United States jurisdiction any drilling structure that drilled for oil on leases granted by the
United States government, merely on the basis that its supports do not rest
on the ocean floor. Nor is it likely that Congress would have intended certain drilling structures to avoid jurisdiction by giving narrow, hypertechnieal, or strained interpretations of terms in the OCSL Act or the Coast
Guard Regulations.
One explanation for the possible omission of semi-submersibles and
floaters from the definitions may be that the Coast Guard Regulations were
promulgated early in 1956. By contrast, the semi-submersible did not come
into use until 1962. A second explanation is that there was already a body
of maritime regulations in existence, which included safety rules for vessels
of conventional mission,159 leaving a void only as to otller structures subject
to perils of the seas and not subject to existing regulation. leo The new
Regulations were designed only to £ill the void which did not include conventional vessels, such as propellor driven transportation vessels.
Most of the cases dealing with offshore rig situations have involved
employee personal injury or wrongful death claimS. IOI In workmen's compensation cases, the question of whether the rig structure is a vessel is
always important The workmen's compensation provision of the OCSL
Actl62 adopts the Longshoremen's and Harbor 'Vorkers' Compensation
Actl63 as a remedy, and specifically excludes a member of a crew of any
159. See 46 U.S.C. §§ 390-527(h) (1964). The term "vessel" ean mean something more than a means of transportation on water; it ean be a special purpose or
unconventional craft "not usually employed as a means of tmnsportinJt 1?y water,
but designed for occupations offshore." Guilbeau v. Falcon SeabOard Drilling Co.,
215 F. Supp. 909, 910 (E.D. La. 1963).
160. Pure Oil Co. v. Snipes, 293 F.2d 60, 66 (5th Cir. 1961).
161. See, e.g., Pure Oil Co. v. Snipes, 293 F.2d 60 (5th Cir. 1961); Guess v.
Read, 290 F.2d 622. (5th Cir. 1961).
162. 43 U.S.C. § 1333(c) (1964).
163. 33 U.S.C. §§ 901-50 (1964).

HeinOnline -- 7 Hous. L. Rev. 115 (1969-1970)

116

HOUSTON LAW REVIEW

[Vol. 7:99

vessel from coverage under the Longshoremen's Act. l64 If the structure is a
vessel, the OCSL Act affords no remedy, but the Jones Act applies. lOG
The courts have consistently found submersibles to be vessels, and
fixed rigs to be nonvessels for tort law purposes. lOO If a submersible is a
vessel, it follows that floater, semi-submersible, and jack-up rigs are also
vessels.
Thus, under the OCSL Act drilling employees are expressly made
subject to government concern. This exercise in jurisdiction tends to show
that the outer continental shelf is a part of the sovereignty.107
The personal injury or death cases involving offshore rigs may not
provide a predictable basis for determining what constitutes an artificial
island or fixed structure under Section 1333 (a) (1) of the OCSL Act.
Jurisdiction under the Act as to employee injury or death claims is set out in
Section 1333 (b) and is expressed in much broader language than Section
1333 (a) (1). Section 1333 (b) contains no limitation as to the subsoil and
seabed and to artificial islands and fixed structures erected thereon. 10S
Section 1333 (b) provides:
The United States district courts shall have original jurisdiction of cases and controversies arising out of or in connection with
any operations conducted on the outer Continental Shelf for the
purpose of exploring for, developing, removing or transporting by
pipeline the natural resources, or involving rights to the natural
resources of the subsoil and seabed of the outer Continental
Shelf ....109
Jurisdiction under the OCSL Act is not limited merely to personal
injury or wrongful death claims. The OCSL Act expressly provides that
limiting the Act to any certain provisions of the law shall not be inferred. 110
For example, insurance contracts111 and state lien and surety law 112 apply
under the OCSL Act.
It is probable that the language of Sections 1333 (a) and (b) includes
all types of drilling structures for tort law purposes, including unanchored
floaters and semi-submersibles. The language of Section 1333 (b) was held
to be broad enough to include for tort claims a drilling tender moored to a
fixed platform rig. 113 Drilling tenders are floating boats or barges which
assist in drilling operations, but never touch the seabed.174
164. 43 U.S.C. § 1333(c)(1) (1964).
165. 46 U.S.C. § 688 (1964). See, e.g., Offshore Co. v. RobfsoJ:!, 266 F.2d 769,
774 (5th Cir. 1959); Guilbeau v. Falcon Seaboard Drilling Co., 210 F. Supp. 909,
910-11 (E.D. La. 1963).
166. See note 157 supra.
167. See 43 U.S.C. § 1332(a) (1964).
168.
169. Id.!1333(bt
Id. 1333(b (emphasis added).
170. Id. 1333(g.
171. Tay or v. Fis 'ng Tools, Inc., 274 F. Supp. 666, 668 (E.D. La. 1967).
172. Continental Cas. Co. v. Associated Pipe & Supply Co., 279 F. Supp. 490,
495-96 (E.D. La. 1967); see 43 U.S.C. § 1333(a-)(2) (1964).
173. See Boatel, Inc. v. Delamore, 379 F.2d 850, 859 (5th Cir. 1967).
174. For a detailed discussion of the function of drilling tenders, sec Johnson
v. Noble Drilling Co., 264 F. Supp. 104, 106 (W.D. La. 1966).
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A Florida district court held that Section 1333 (b) provided the United
States with jurisdiction to enjoin harmful dredging operations over the
continental shelf, and that a dredging barge is an "artificial island or fixed
structure" as set out in the Act.17s A dredging barge is not supported on
legs in contact with the ocean floor. Rather it is a floating excavator, and
only its mechanical agitator, or cutter head is ever in actual contact ,vith the
seabed.176 Thus, this court's definition would clearly include any floater and
semi-submersible drilling structure, which "dredges" vertical layers of soil
with a drill bit, as artificial islands or fixed structures under the OCSL Act.
Even if floaters and semi-submersibles were not artificial islands, as
such, there is no logical reason why a drilling structure ,vith its drilling pipe
and casing in contact with or penetrating the continental shelf, should be
able to avoid United States jurisdiction merely because the drilling platform
proper, or its supports, were not in contact ,vith the ocean floor. It would
appear that sounder reasoning would dictate that if any part of a structure
is on United States territory, then the entire structure is deemed so.
This reasoning was adopted in a recent Patent Office interference
opinion.177 The proceeding involved an issue of which inventor was the first
to reduce the invention to actual practice in this country.178 The claimed
invention was a satellite control system, consisting of a satellite in space outside the United States and a control center in Maryland. In relying on
Marconi Wireless Telegraph Co. v. United States179 and Gardiner v.
Howe/SO the board held that in vie,ving the integrated instrumentality,
the invention could be considered as being tested in the United States, and
therefore reduced to actual practice therein, even though half of the invention-the satellite-was outside the United States.18l By the same reasoning,
with reference to floaters or semi-submersibles, it would appear that
whether the infringement actually occurred on or in the ocean floor (e.g.,
using a patented drilling head), or on board the floating platform (e.g.,
using a patented derrick), the infringement would have been completed
within the jurisdiction of the United States.IS::!
Similarly, patent law liability would appear to apply to geophysical
exploration vessels engaging in sonic 10gging l83 or seismograph surveying. IS!
175. United States v. Ray, 281 F. Supp. 876, 878 (S.D. Fla. 1965).
176. 4 McGRAw-Hn.L ENCYCLOPEDIA OF SCIENCE AND TECHNOLOGY Z12 (1960).
177. Rosen v. NASA, 152 U.S.P.Q. 757 (P.O.B.P.L 1966).
178. See 35 U.S.C. § 102(g) (1964).
179. 99 Ct. CL 1 (1942).
180. 9 F. Cas. 1157 (No. 5219) (C.C.D. Mass. 1865).
181. 152 U.S.P.O. at 767-68.
182. See Hewitt-Robins, Inc. v. Link-Belt Co., 371 F.2d 225,229 (7th Cir. 1986).
183. Sonic logging is a technique of analyzing and recording the chamctcr of
earth formations by utilizing a pulse-echo system to measure the distance between
the instrument and a sound-reflecting surface. 14 McGRAw-Hn.L ENCYCLOPEDIA OF
SCIENCE AND TECHNOLOGY 472 (1960).
184. Seismograph surveying is a method of determining the chamctcristics of
earth formations liy inducing seismic energy waves into the earth, such as by planned
explosions, and measuring their effect. 6 MCGRAw-Hn.L ENCYCLOPEDIA OF SCIENCE
AND TECHNOLOGY 165 (1960).
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However, this area is perhaps more uncertain than is the area of drilling
activities. For example, in some jurisdictions an unauthorized seismograph
survey of land, including submerged lands on the outer continental shelf,18G
does not constitute a technical trespass unless the wrongdoer himself
physically enters on to the land. 18G In other jurisdictions, however, the
property owner can recover on a quasi-contract on the theory that geophysical information of land is a valuable property right in the owner. 18T
However, even if a trespass has occurred, the analogy does not necessarily
help one determine whether a patent infringement on the outer continental
shelf has occurred. When engaging in sonic logging, the trespass, if any,
comes about by the intrusion on the continental shelf of energy waves
emitted from the vessel's instruments, and such waves, while produced by
the invention, are not a part of the patented invention itself. 18B Admittedly,
the distinctions are almost metaphysical, but the problem of interpretation
and analysis of what constitutes actionable infringement is still there.
In any event, if Section 1333 (a) (1) of the OCSL Act instead of
Section 1333 (b) is to provide the basis for patent jurisdiction offshore, any
drilling structure used over the outer continental shelf must fall within the
meaning of an "artificial island" or "fixed structure"-whether or not the
rig may be properly classified as a vessel. On the other hand, the classification of an offshore drilling structure as a vessel or nonvessel becomes critical
under the Gardiner doctrine. The Supreme Court recently held in Rodrigue
v. Aetna Casualty CO.IB9 that a remedy under a state wrongful death statute
was not preempted by the Federal Death on the High Seas Act lOO for
accidental death occurring on an "artificial island drilling rig"lOl on the
outer continental shelf. The court reasoned that the Federal Death on the
High Seas Act was inapplicable since a death stemming from a wrongful
action or omission on an offshore drilling rig does not occur on the high
seas;l92 and that even though surrounded by high seas, Congress did not
intend such a structure to be considered within maritime jurisdiction. 103

185. Ready v. Texaco, 410 P.2d 983, 986 (1966). In United States v. Ray, 294
F. Supp. 532 (S.D. Fla. 1969), the court held that the United States could not recover
for trespass on the outer continental shelf since the United States' claimed interest
therein is "something less than fee simple." Id. at 540.
186. Ohio Oil Co. v. Sharp, 135 F.2d 303, 308 (lOth Cir. 1943).
187. Phillips Petroleum Co. v. Cowden, 241 F.2d 586, 590 (5th Cir. 1951);
see Hawkins, The Geophysical Trespasser and Negligent Geophysical Explorer, 29
TEXAS L. REv. 310, 313 (1951).
188. It must be assumed that the patented apparatus does not touch the ocean
floor.
189. 395 U.S. 352, 89 S. Ct. 1835 (1969).
190. 46 U.S.C. §§ 761-68 (1964).
191. 395 U.S. at 352.
192. Whenever the death of a person shall be caused by wrongful act, neglect,
or default occurring on the high seas beyond a marine league from tho shoro
. . . , the personal representative of the decedent may maintain a suit for
damages . . . in admiralty . . . .
46 U.S.C. ~ 761 (1964).
193. 395 U.S. at 365-66.
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The legislative historyl94 of the [OCSL Act] makes it clear that
these structures were to be treated as islands or as federal enclaves
within a landlocked State, not as vessels. lS:;
The case was heard on a writ of certiorari from a pair of cases,lea both of
which involved fixed platform rigs. Nevertheless, the language of the decision seems broad enough to include all types of drilling structures over the
outer continental shelf.
The courts and the bar are in need of legislation to enable them to
determine with more certainty the territorial jurisdiction of the patent laws.
As it now stands, they can only attempt to interpret the patent laws in light
of current maritime law, accepted doctrines of international law, and relevant federal statutes, such as the Outer Continental Shelf Lands Act. There
is no valid reason why the patent laws should not be ID.-pressly e.\.tended to
all activities on water over the shelf, excepting perhaps vessels in commerce, fishing activities,l97 and the laying or maintenance of submarine
cables or pipelines.19B
Since the United States has already exercised continuous jurisdiction
over the shelf with respect to many activities, the shelf has become part of
the sovereign; and, therefore, our patent laws ought be ID.-pressly e.\.tended to
include the area of the shelf, as well as all our laws. The Supreme Court has
stated:
[W]hen a State extends its land domain by pushing back the
sea, ... its sovereignty should extend to the new land ....1113

IV.

CONCLUSION

The present authority regarding the various rights of patent owners as
to activity in the ocean is uncertain. The oil industry alone has a tremendous
investment in offshore exploration and drilling activities. Activity in the sea
is likely to increase, so as to affect our entire economy. For example, transportation on the seabed, undersea communication, scientific research and
military deployments, new sources of food and minerals, and man-made
platforms on sea-mounts providing areas of work and recreation::Otl will soon
be realities. It would appear, therefore, that legislation is needed to clarify
the jurisdictional limits of the patent laws offshore. There are domestic
pressures on the government from oil companies and other mining interests
194. See Hearings on H.B. 413 Before the House Committee on tIll] Judiciary,
83rd Cong., 1st Sess., pt. 2, at 2177 (1953).
195. 395 U.S. at 361.
196. Rodrigue v. Aetna Cas. and Sur. Co., 395 F.2d 216 (5th Cir. 1968);
Dore v. Link-Belt Co., 391 F.2d 671 (5th Cir. 1968).
197. See 1958 Geneva Convention on the Continental Shelf, art. 5.1, April 12,
1961, [1964] 1 U.S.T. 471, T.r.A.S. No. 5578.
198. ld. See also Continental Casualty Co. v. Associated Pipe and Supply Co.,
279 y. Supp. 490, 495-96 (E.D. La. 1967).
199. United States v. California, 381 U.S. 139, 177 (1965).
200. Henkin, supra note 35. at 7.
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to clarify the governing law offshore.201
The United States could proceed to issue leases or licenses to American
companies for exploration and mining in the deep sea beyond the outer
continental shelf, assuring them of full protection under law, which would
necessitate extending existing patent laws. The same protection should
extend to American companies who invest millions every year into the space
program. For need of certainty in the law, as well as adhering to the spirit
of the patent laws, American flagship spacecraft should be regarded as
U. S. territory, as are American vessels.
Because of the uncertainty of the patent law in these areas, the present
law is inadequate for several reasons. First, it discourages exploitation by
sound, responsible business enterprise which presently cannot feel legally
secure about operations on the high seas and in airspaces. Second, the
promise of great reward, at the price of high risk, may attract only the
imprudent, underfinanced adventurer, or the United States government,
which can afford the risk.
There is yet another reason why we ought expressly to extend our
patent law to include some geographical areas unclaimed by other nations.
The United States is now technologically capable of exploring and extracting
resources from the deep seas. Most members of the international community
have not yet achieved this capability and, therefore, are not yet involved in
such activities. Until an international need arises for multilateral treaties to
clarify the right to resources of the sea and of the seabed and subsoil beyond
the outer continental shelf, the law in this area, including patent law, will
remain uncertain. In the meantime, however, there exists a need for legal
certainty among United States interests concerning patent infringement
liability. By extending the domestic patent laws to these areas of industrial
activity, a gap would be filled until a real need for clarifying international
law arises. 202
Jere C. Wickero
201. Id. at 8.
202. The United States does not follow a policy of res nulluis (a thing which
has no owner belongs to the first finder). For example the planting oE tho Amerlcan
flag on the moon on July 20, 1969, was merely a symbolic gesture of nationnl pride,
rather than a territorial claim. NEWSWEEK, August 4, 1969 at 14; see Treaty on Prlnciples Governing the Activities of States in the Exploration and Use of Outer Splice,
Including the Moon and Other Celestial Bodies, 55 Dep't State Bull. 953-55.
°Sharon S. Krebs, Comment Editor.
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