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I. INTRODUCTION

The 1986-1987 survey period's most bizarre and controversial
first amendment case sparked strong positions among the Fifth
Circuit panel members not so much for its intrinsic factual interest
(though it indeed had that), but because the case raised an age-old
dilemma of political philosophy: how far should theoretical liberty
go when the price, in down-to-earth terms, is so high? Stated another
way, just why should the courts continue to enforce the dreamy
maxim that even dangerous ideas, from vehemently unsympathetic
speakers, must be protected-when the real result of that freedom-
testing has been a tragic death?

There can, of course, be no sure answer or uncontroversial line.
But the Fifth Circuit panel majority, in Herceg v. Hustler Magazine,
Inc. ,' in effect reaffirmed that at least when the risk is not clear and
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present, even the price of death is not high enough to gut the literal
and unequivocal protections of the first amendment.2 One judge,
concurring and dissenting, was not so ready to have that price paid.3

II. No LIABILITY FOR "ORGASM OF DEATH"

A. The Tragedy

One morning, Andy, a Texas teenager, dropped by the house
of his fourteen year-old friend Troy. He found Troy's body hanging
in the closet, a copy of Hustler Magazine at his feet.4 The magazine
was opened to an article about autoerotic asphyxia entitled "Orgasm
of Death." 5 Apparently Troy had attempted to mimic the practice
and it killed him.6 Troy's mother and Andy sued Hustler to recover
for the psychological and emotional harms they suffered, and a
federal jury, under diversity jurisdiction, awarded them $72,000 in
compensatory damages and $110,000 in punitive damages.7 The ver-
dict was overturned on appeal to the Fifth Circuit.8

The Fifth Circuit Court of Appeals, in Herceg, asked and
answered the question whether a state may impose civil liability for
an article's possibly negligent, and certainly tragic, effect in letting
a teenaged boy know of a sexual act so dangerous it could kill him.9

The Fifth Circuit majority, in an opinion by Judge Rubin in
which Judge Johnson concurred, found that the first amendment to
the United States Constitution does not allow a state to impose civil
sanctions in this case, pleaded under a number of theories of liabil-
ity.' 0 Judge Rubin reasoned, in essence, that no lines could permissibly

2. In addition, two cases during the survey period reaffirmed the first amendment rights
of jail inmates, also less-than-sympathetic users of speech, to receive newspapers. See Green
v. Ferrell, 801 F.2d 765 (5th Cir. Oct. 1986); Mann v. Smith, 796 F.2d 79 (5th Cir. Aug.
1986). Both cases, found factually indistinguishable in the later opinion, overturned local
policies banning newspapers-especially since the purported rationale of preventing fires and
clogged toilets was not consistently applied to other flammable materials the inmates were
permitted to possess. Green, 801 F.2d at 772; Mann, 796 F.2d at 82-83.

3. See 814 F.2d at 1025 (Jones, J., concurring and dissenting).
4. Id. at 1019.
5. Id.
6. Id.
7. Id.
8. Id. at 1025.
9. Id. at 1020.

10. Id. at 1025.
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or helpfully be drawn in this area to delineate the protected from
the unprotected speech, and the situation fit none of the lines the
Supreme Court has already drawn in roping off forms of speech
from first amendment protection." Any other ruling would open to
civil liability the publisher of articles discussing crack usage or hang-
gliding. 1

2

In partial dissent, Judge Jones agreed that the factual situation
would not support liability under the incitement theory brought to
the jury, but argued that the state should not be told in advance
that it can fashion no tort theory which would constitutionally permit
civil damages in this situation. 3 If ever there were a case to be
creative in drawing the lines of first amendment nonprotection, she
said, this was it: "This case is not a difficult one in which to
vindicate Troy's loss of life.' 1 4 She argued, instead, that the major-
ity's allusions to Ladies Home Journal and hang-gliding are unreal-
istic and can be distinguished from the instant case. 5

B. The Article

In 1981, Hustler published the article "Orgasm of Death" in its
continuing column "Sexplay," as part of a series on the pleasures
and dangers of taboo sexual practices. 6 It described vividly the
practice and specific instances of autoerotic asphyxia, an act involving
the reduction of oxygen to the brain while masturbating, supposedly
producing heightened sensation. 7 It also began this description with
a true story, much like Troy's, of the death of Bobby L. in New
York from the practice, and warned of the "often-fatal dangers" of
the practice, adding, "DO NOT ATTEMPT this method. The facts
are presented here solely for an educational purpose.' ' 8

Much of the rest of the article, while giving enough detail to
allow a reader to practice the method, contained horror stories,
statistics of 1,000 U.S. deaths each year, and warnings that it is a

11. See id. at 1020, 1024.
12. Id. at 1024 (emphasis in original).
13. Id. at 1030 (Jones, J., concurring and dissenting).
14. Id. at 1026.
15. See id.
16. Id. at 1018 (citing Orgasm of Death, HUSTLER MAGAZINE, August 1981, at 33

[hereinafter HUsTLER]).
17. Id. (citing HUSTLER, supra note 16, at 33).
18. HUSTLER, supra note 16, at 33 (emphasis in original).
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game to be played "only if you're anxious to wind up in cold storage,
with a coroner's tag on your big toe." 1 9 The article even discussed
the ironic and unusual legal consequences of death by the practice,
as courts have had trouble deciding whether the method is "accident"
or "suicide" for purposes of life insurance benefits. 20

C. The Procedure

The procedural presentation of the Herceg case on appeal was
also somewhat unusual. The plaintiffs had sued under several legal
theories, including negligence, products liability, and attractive nui-
sance.2 1 The district court dismissed the plaintiffs' claims as some
lacked a basis in Texas law and others were barred by the first
amendment. 22 However, noting that the first amendment does not
bar claims based on incitement and that plaintiffs might be able to
state facts redressable under that theory, the court allowed amend-
ment and later submitted an incitement instruction to the jury. 23

After losing the verdict, Hustler moved for judgment notwith-
standing the verdict, and upon denial it appealed to the Fifth Circuit. 24

The plaintiffs did not cross-appeal the earlier orders dismissing the
other legal theories, nor did they raise the issue of the dismissals. 25

Technically, the only issue directly before the court of appeals was
the defendant's challenge to an incitement theory on the case facts.
That is, "whether, as a matter of law, the language of 'Orgasm of
Death' may be defined as incitement for purposes of removing that
speech from the purview of first amendment protection. ' 26

19. Id.
20. Id. For example, an appellate court of Wisconsin recently held that an orthopedic

surgeon who died by autoerotic asphyxia, but had practiced the method previously without
tragic result, had died "accidentally," entitling his wife to life insurance benefits. Kennedy v.
Washington Nat'l Life Ins. Co., 136 Wis. 2d 425, -, 401 N.W.2d 842, 846 (1987). The
court noted that other jurisdictions have split on the question, with some likening the act to
Russian roulette in finding it not accidental. Id. at -, 401 N.W.2d at 845.

21. 814 F.2d at 1019.
22. Id.
23. See Herceg v. Hustler Magazine, Inc., 565 F. Supp. 802, 805 (S.D. Tex. 1983), rev'd,

814 F.2d 1017 (5th Cir. Apr. 1987), cert. denied (U.S. Mar. 21, 1988) (No. 87-113). The
plaintiffs renewed their other theories in the amended complaint, but they were dismissed on
grant of the magazine's summary judgment motion. See 814 F.2d at 1019.

24. 814 F.2d at 1019.
25. See id.
26. Id. at 1020.
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Finding that the article could not fit into that unprotected area,
as discussed below and as Judge Jones writing separately agreed, 27

the majority nonetheless explored the legality of a negligence theory
of relief on the facts. 2

1 Judge Jones departed firmly from that
exploration, arguing both that the court need not delve into that
area to dispose of the case without a cross-appeal 29 and that, even
so, the majority would be wrong on the merits.30 In fact, she said,
the "majority's broad reasoning" closing off other possible grounds
for civil liability "disturbs me to the point of despair."'" Nevertheless,
the majority found that it would be inadequate to address an isolated
incitement theory without also applying broader first amendment law
to the case facts.3 2 This conclusion appeared especially necessary to
the extent the plaintiffs' arguments supporting an incitement theory
reached into other areas of first amendment jurisprudence. 33

D. Incitement

The Herceg court found that the Supreme Court's definition of
incitement did not apply to the facts of Troy's unusual case. The

27. Id. at 1029-30 (Jones, J., concurring and dissenting). The court mentioned that it
would conduct an independent review of the jury's finding that the article culpably incited
Troy's act. Id. at 1021 (relying on Bose Corp. v. Consumers Union of U.S., Inc., 466 U.S.
485 (1984)). Two aspects of that reliance are somewhat puzzling. First, it is not entirely clear
that Bose automatically applies to all jury findings under the first amendment. See 1 S.
CHILDRESS & M. DAVIS, STANDARDS OF REvIEw §§ 2.19, 3.12 (1986). Apparently the court, if
explicit, would hold that the factual determination of incitement vel non is one of "constitu-
tional fact" inseparable from the legal definition of its effect. See 814 F.2d at 1023-24.

Second, the court seems to review not the finding of incitement but rather the legal instruction
submitted, i.e., whether an incitement theory can ever fit such facts or more generally whether
the law allows redress here. See id. at 1021-23. That would be a pure question of law, clearly
the appellate court's business, so reference to the complicated and emerging constitutional fact
applications of Bose would be unnecessary. See I S. CILD.ESS & M. DAVIS, STANDARDS OF

REvIEw § 3.9 (1986). The court seems to find it necessary, however, stating, "[although we
are doubtful that a magazine article that is no more direct than 'Orgasm of Death' can ever
constitute an incitement in the sense in which the Supreme Court ...has employed that term

.we first analyze the evidence on the theory that it might satisfy doctrinal tests relating
to incitement, for that was the theory under which the case was tried and submitted." 814
F.2d at 1021. Judge Jones, concurring on the incitement issue, states more clearly the legal
conclusion that the theory is misplaced here as a matter of law. See id. at 1029-30 (Jones, J.,
concurring and dissenting).

28. 814 F.2d at 1023-25. See also infra notes 46-57 and accompanying text.
29. 814 F.2d at 1025 (Jones, J., concurring and dissenting).
30. Id. at 1025-30.
31. Id. at 1025.
32. Id. at 1023-24.
33. See, e.g., id. at 1024 (plaintiffs suggest that a less stringent test be applied than the

traditional test for incitement, since here no political speech at the core of the first amendment
is involved).
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court first discussed Brandenburg v. Ohio,3 4 in which the Supreme
Court had held that a Ku Klux Klan leader's speech-"it is possible
that there might have to be some revengence (sic) taken" if govern-
ment leaders "[continue] to suppress the white, caucasion race"-
could not be criminally punished as incitement to imminent lawless
action since it was permissible advocacy which cannot be constitu-
tionally prohibited. 35 Applying this landmark case, the Fifth Circuit
reasoned that for the trial court here to properly submit the case to
the jury under an incitement theory, the plaintiffs would have to be
able to prove that (1) autoerotic asphyxia is a lawless act (2) which
Hustler advocated (3) beyond mere advocacy to the point of incite-
ment, (4) thereby directing imminent action.36

Avoiding the issue whether the act there was illegal or whether
an incitement theory must be restricted to criminal conduct, 37 the
court disposed of the incitement issue by finding that "no fair reading
of [the article] can make its content advocacy, let alone incitement
to engage in the practice." 38 The unnecessary detail in the article, of
which the plaintiffs complained, was not enough to constitute ad-
vocacy, even though "it is conceivable that, in some instances, the
amount of detail contained in challenged speech may be relevant in
determining whether an incitement exists." 3 9 The court implied that
the real danger of the story was in knowing of the practice at all,
which is rather obvious from the name, such that the first amendment
would not allow delving into the manner in which it was reported
short of the level of incitement. 40

One problem with this analysis-perhaps caused by having to
compare apples to oranges-is that it almost defies common sense,
but still reaches a correct legal conclusion as analyzed under the
Brandenburg factors. It is obvious that whatever warnings are tagged
on the article-indeed, maybe because of them, paradoxically-some
day, some reader might notice only the vague allusions to the pleasure
some people have perceived in the practice, will ignore or overcome
the cautions, will practice the act, and will die. Hustler's graphic and

34. 395 U.S. 444 (1969).
35. 814 F.2d at 1022 (citing Brandenburg, 395 U.S. at 446, 449).
36. 814 F.2d at 1022 (citing Brandenburg, 395 U.S. at 447-49).
37. Id. at 1022-23.
38. Id. at 1023.
39. Id.
40. See id.

[Vol. 19:693



THE FIRST AMENDMENT

repeated warnings, apparently inserted in part to avoid legal liability,
imply a realization that potentially the article could prompt someone
into doing the very act discouraged. It would not be fair to say that
the author and publisher wanted the inevitable tragedies to occur,
but it is likely that they recognized the inevitability of a tragic result
and in some sense could be said to have advocated it. Yet, because
Brandenburg centers on imminent activity and a high risk of danger
almost immediately perceived by the speaker and possibly intended,
it is clear that a long-run risk, even a high risk or eventual probability,
is not what the Supreme Court was getting at in fashioning a narrow
exception to first amendment protection. 4'

Future probabilities and risk go to negligence, 42 not intent or
other criminally punishable states-of-mind. The majority appears to
be saying that the first amendment allows punishment of speech
under incitement law only when the speech is more than negligent.
Actually, the facts just do not fit with the legal theory advanced;
the alternative is incitement arrests not for clear and present danger
but due to potentially foreseeable odds, making the first amendment
useless when a state wants to impose a far-off gamble on any speaker.
Broadening the incitement theory to include negligence and advocacy
or odds-taking as to the danger of an idea would further have the
effect of allowing the state to outlaw abstract teaching. This is so
even though the reasoning process that was applied required the court
to make Hustler seem more innocent, indeed naive, than credulity
allows as to the long-run odds with which the magazine necessarily
was gambling.

Judge Jones agreed that the facts in Herceg did not really fit
the incitement mold43 but seemed more concerned that the risks and
probabilities involved be made part of some acceptable analysis,
especially to the extent the ultimate price and direct result would be
death. 4" The real dividing line from the majority, then, was her
willingness to look to a novel theory within which to permit the state
to fashion a permissible suit for civil damages on these facts. The
majority is charged with a lack of legal creativity in its apparent

41. See id. (discussing J. MIL, ON LIBERTY (1859), and the real point of incitement law).
42. See, e.g., United States v. Carroll Towing Co., 159 F.2d 169 (2d Cir. 1947) (per L.

Hand, J.).
43. See 814 F.2d at 1025 (Jones, J., concurring and dissenting).
44. See id. at 1026.
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decision to ask only whether the article's risk fell into traditional
categories, excluded from first amendment protection, and concluding
that, if not, then the first amendment protects the speech. The focal
point for this conflict was a potential theory of negligence.

E. Negligence Theory

The majority felt bound to address a potential negligence theory
because the plaintiffs had distinguished normal incitement practice
in criminal law and argued that, nonetheless, the first amendment
should not prevent a state from imposing civil damages for the direct
harm caused by a publication. 45 The majority reasoned that, under
New York Times Co. v. Sullivan,46 civil punishment is as constitu-
tionally significant as directly jailing a speaker. 47 The court might
have added explicitly that, by analogy to the libel situation and the
Sullivan Court's new requirement of actual malice, this case is
particularly inappropriate for removing the speech from first amend-
ment protection on a theory of negligence short of intent or other
immediately inciting conduct.

The court's analysis weakens, however, when it distinguishes a
California case which allowed civil damages for wrongful death
involving an accident caused by two teenagers racing to a radio
station in response to a promotional contest.4 Part of the distinction
rested on the radio contest's diminished first amendment value as
commercial speech, contrasted with Hustler's substantive article not
directly aimed at causing a commercial transaction. 49 That language
opens the door a bit too much for Judge Jones' pointing out the
questionable value of Hustler in American culture. 0 Perhaps the
majority should have distinguished between the immediacy of the

45. Id. at 1023-24.
46. 376 U.S. 254 (1964) (state may not allow civil damages in libel suit by public official

absent proof of actual malice).
47. 814 F.2d at 1023.
48. Id. (citing Weirum v. RKO General, Inc., 15 Cal. 3d 40, 539 P.2d 36, 123 Cal. Rptr.

468 (1975)). Weirum disposed of the first amendment argument by finding that the amendment
does not sanction physical injury just because it was achieved by word, not act. 15 Cal. 3d
at 48, 539 P.2d at 40, 123 Cal. Rptr. at 472.

49. See 814 F.2d at 1024. Speech proposing a transaction is the modern test for "com-
mercial speech." See Central Hudson Gas & Elec. Corp. v. Public Serv. Comm'n, 447 U.S.
557 (1980); Virginia State Bd. v. Virginia Consumer Council, 425 U.S. 748 (1976).

50. See 814 F.2d at 1026 (Jones, J., concurring and dissenting).

[Vol. 19:693
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harm and higher probabilities inherent in the radio station's pro-
motion as opposed to Hustler's presenting an idea that the reader
could weigh for himself. Moreover, the court could have simply
stated that such a case was not at issue, had not been adequately
examined on first amendment grounds by the California court, and
was perhaps simply wrong.

At any rate, the court decided that even though the article did
not raise direct political thoughts, long seen as the core of the first
amendment's purpose, it was still protected speech and any negligence
in the article would not obviate that protection." A tendency to lead
to a bad result will not suffice5 2 especially since obviously valuable
speech, such as articles on cocaine or hang-gliding, might just as
easily lead to unwitting tragedy and are still protected from the threat
of civil liability. 53

Judge Jones, in her concurring and dissenting opinion, disagreed
that the majority needed to address the negligence theory-and then
further, and more strongly, disagreed with the merits of the majority's
decision on negligence. 4 She is probably right that the court could
have been technically justified in disposing of that issue on procedural
grounds. The free speech arena, however, has long been one in which
the courts decide issues not exactly before them either to make a
broad statement and prevent future prosecution in a similar area or
to avoid potential self-censorship under a "chill effects" fear. 5 The
potential for tort suits in the area of dangerous ideas is a serious
enough threat that, if the law is not clear enough, perhaps a strong
reminder should be issued.

On the merits, Judge Jones did not buy the slippery-slope
analogy to hang-gliding.5 6 Whatever the problems with such suits,
she reasoned, this suit had enough facts to justify creative tort theory
and no allusion to easier cases would gut that belief.5 7 In this sense,
as with the procedural problem of addressing the merits in the first

51. Id. at 1024.
52. Id.
53. Id. The court disposed of a potential negligence theory and thus simultaneously found

that Andy's suit for bystander suffering could not be maintained. Id. at 1025.
54. Id. at 1025-26, 1030 (Jones, J., concurring and dissenting).
55. See, e.g., Childress, The First Amendment, Fifth Circuit Survey July 1985 - May

1986, 18 TEx. TECH L. REv. 587, 587-88, 594, 596 (1987).
56. 814 F.2d at 1026.
57. Id.

19881



TEXAS TECH LA W REVIEW

place, Judge Jones' disagreement with the majority seems to boil
down to a different application of overbreadth or "chill effects"
analysis. The majority appears to take seriously its references to
analogous dangerous ideas, perhaps because traditional first amend-
ment analysis allows a court to take seriously related but clearer
threats not really before them. Nevertheless, beyond this divergent
approach on first amendment legal logic, the more fundamental split
between Judge Rubin's majority decision and Judge Jones' opinion
appears to be an implicit philosophical debate on the place of ideas
and concepts, especially dangerous ones, in a society which we all
want to be relatively free yet relatively safe. It is that understandably
difficult conflict that we must now examine.

F. The Problem of Idea

It may well be argued further, though perhaps this is implicit in
the majority's reasoning, that the most basic rationale for not per-
mitting even a negligence suit on these facts is the concept of idea.
The danger presented by the Hustler article is in its sheer concept,
even if its style and inevitable temptation approached advocacy on
even a strained reading of incitement law. That concept is that this
act, though dangerous, is one done by people for pleasure. Despite
the risk involved, it does not appear that a free society can make
someone pay when another adopts his or her ideas, at least without
a stronger showing of certainty and immediacy than can be presented
in this case. Maybe this is just a way of stating agreement with a
very restricted form of the traditional clear and present danger
analysis,58 but it cannot be denied that the central problem with the
Hustler article is its substance and the very ideas it teaches. Tradi-
tionally, the courts are hesitant to allow states to stifle ideas or
education. Ideas and opinions are not to be punished under the first
amendment 9

If the principal danger in this article is in the idea it relates
rather than in the presentation, there is no basis for distinguishing
this work, however distasteful and ultimately dangerous, from other

58. See generally M. SHismo, FREEDOM OF SPEECH: THE SU PREME COURT AbD JUDIMCAL
REVIEw (1966) (discussion of first amendment speech protection).

59. See, e.g., Gertz v. Robert Welch, Inc., 418 U.S. 323 (1974) (affirming constitutional

fair comment privilege in defamation law, and stating that there is no such thing as a false
idea).
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speech involving the same idea. That is not to say that the article is
literature, but there is no doubt that other works which clearly are
literature contain similar ideas, more subtly presented. As commonly
presented a work as Samuel Beckett's play Waiting For Godot6° refers
to th'e similar legend that a hanged man gets an erection. 6' When
learning of this, the character Estragon replies, "Let's hang ourselves
immediately," to which Vladimir politely offers, "[n]o no, you
first. '" 62 Forms of autoerotic asphyxia are central to the plots of the
Japanese art film In the Realm of the Senses and a science fiction
work of William Burroughs, the latter presenting the act as the
gateway to time travel. 63 The Herceg majority itself noted that the
Hustler article is essentially adapted from an article in the Journal
of Child Psychiatry.64

Judge Jones argues that pornography, like tobacco, alcohol, and
other drugs, is "[bly definition ... unrelated to, [and] in fact exactly
the opposite of, the transmission of ideas" since its appeal is "non-
cognitive. ' 65 One might quibble with the "definitional" part of this
logic, since presumably, the dividing line between obscenity and mere
pornography is the latter's potential social value or appeal to some-
thing beyond prurient interest. But the larger problem with this
argument is that it itself is based on an idea, an opinion, as to
whether pornography transmits ideas, and the argument only follows
if one agrees with the judge's idea. The first amendment should not
be so easily rationalized away.

Judge Jones' analogies to tobacco and dynamite further miss
the obvious point that this article is speech, not mere property-a
point apparently excused by a pecking order of societal values judged
by the content of speech" or by rejecting the notion that it contains
ideas. 67 On the first argument, Judge Jones does her logic, possibly

60. S. BECKETr, WAITING FOR GODOT (1954).
61. Id. at 12.
62. Id.
63. W. BURROUGHS, CITIES OF THE RED NIGHT 205-10 (1982).
64. 814 F.2d at 1023.
65. Id. at 1026 (Jones, J., concurring and dissenting) (footnote omitted). She argues that

Hustler by its nature is not a part of the marketplace of ideas. Id.
66. See id. at 1027-29 (Jones, J., concurring and dissenting) (comparing other nonprotected

or less-protected categories).
67. See id. at 1026 & n.7 (citing Sunstein, Pornography and the First Amendment, 1986

DUKE L.J. 589, 606-07 (1986)).
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supported in recent Supreme Court decisions regarding commercial
speech68 and child pornography, 69 a disservice by repeated citations
to the 1986 Report of the Attorney General's Commission on Por-
nography,70 commonly known as the Meese Commission Report. The
political or societal value of such titles as Pregnant Dildo Bondage,
The Nuns Family Fun, and the thirteen other works listed by Judge
Jones, 71 just do not seem germane to a decision on this article and
bring unnecessary political negotiation into this judicial process.
Moreover, the analogy to products liability law in which "a manu-
facturer's responsibility [is] to warn against careless use of its prod-
UCtS," ' 72 ignores the facts of this case in that Hustler must be said to
have complied with any such law.

The problem, again, is the concept. And on that second argument
Judge Jones misses, in terming this work devoid of idea, at least one
possible social value of articles on autoerotic asphyxia, apart from
any personal value to those embracing the idea or some rarefied
allusion to liberty-it is becoming more and more possible, as hinted
in the Hustler article itself, that the growing numbers of teen suicides
include a significant number of victims of death by autoerotic as-
phyxia. This is not a pleasant topic of conversation, to be sure, but
there will come a day when the price paid by an American society
burying its head in the sand of discretion, in terms of lives lost to
an act that apparently the teens know about and the rest of us are
just hearing of, will be too high to ignore. Hustler deserves no
Congressional Medal of Honor, but can we say forever that the topic
on which it was sued is to be discussed only at the risk of tort
liability and civil suit?

Finally, Judge Jones' distinguishing of the majority's "rhetoric"
on dangerous ideas-"no federal court has held that death is a
legitimate price to pay for freedom of speech" 73-is perhaps juris-

68. See, e.g., Central Hudson Gas & Elec. Corp. v. Public Serv. Comm'n, 447 U.S. 557
(1980).

69. New York v. Ferber, 458 U.S. 747 (1982). Ferber was applied in another Fifth Circuit
decision, this one by Judge Goldberg, in affirming the conviction of a man found guilty of
knowingly receiving child pornography. United States v. Marchant, 803 F.2d 174, 177-78 (5th
Cir. Oct. 1986). The first amendment was found not to shield him from criminal prosecution.
Id. at 178.

70. See, e.g., 814 F.2d at 1027 n.9, 1029 nn.14 & 16.
71. Id. at 1029 n.14.
72. Id. at 1029.
73. Id. at 1026 (Jones, J., concurring and dissenting).
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prudentially accurate; but it is nonetheless a weak argument from
American history, costly wars, and a shared understanding of the
ultimate correctness of Patrick Henry's own rhetoric, at least in the
long run.

III. CONCLUSION

Ideas, even tragically bad ones, are given general and fierce
protection in applying the first amendment. Of course, courts will
find that some prices are too high to say that free speech is an
absolute-hence, the ubiquitous reference to falsely yelling "fire" in
a crowded theater (never dirtied by statistical evidence that such a
first amendment exception actually reduces the incidence of such a
prank). Nevertheless, that cut-off must come, as reaffirmed by the
Herceg majority, not at the point of convenience, political popularity,
or even potential tragedy, but only when such tragedy is sufficiently
immediate and certain that enforcing a society's absolute free speech
interest clearly flies in the face of some larger societal interest too
society-defining to be ignored.

It is a paradoxically tragic and fortunate principle of expression
and ideas in a free society that some lives, though mourned, do not
quite override the fundamental right to free speech we all share-
and that some speakers, though never mourned if they were never
born, do not quite lose that right either.

1988]





INTELLECTUAL PROPERTY

by Herbert J. Hammond*

I. INTRODUCTION

Four cases of interest to the intellectual property bar-three
dealing with copyright, the fourth with trademark law-were decided
by the Fifth Circuit Court of Appeals during the survey period.' In
three of the four, the court decided issues in conflict with other
circuits.

II. COPYRIGHT CASES

A. Plains Cotton Cooperative Association v. Goodpasture

Computer Service, Inc.2

The advent of the computer age has spawned a whole spectrum
of technological issues with which the courts have been ill-prepared
to deal. Inadequately trained in the latest technology and poorly
equipped with legal concepts and precedents which were primarily
established for the protection of conventional literary works, the
courts are now struggling to determine the nature and scope of
copyright protection for computer programs.3 When the first major
revision of the copyright law since 1909 was passed by Congress
some twelve years ago,4 the ability to copyright computer software

* Partner, Gardere & Wynne, Dallas, Texas; B.S., University of New Mexico, 1973;

J.D., New York University, 1976.
1. Metallurgical Indus., Inc., v. Fourtek, Inc., 790 F.2d 1195 (5th Cir. June 1986), a

significant decision dealing with Texas' law of trade secrets decided on the first day of the
survey period, was thoroughly discussed in last year's Symposium, Turner, Intellectual Property,
Fifth Circuit Survey, 18 TEx. TECH L. REv. 605 (1987), and will not be discussed in this
article.

2. 807 F.2d 1256 (5th Cir. Jan.), cert. denied, - U.S. .. 108 S. Ct. 80, 98 L.
Ed. 2d 42 (1987).

3. "A 'computer program' is a set of statements or instructions to be used directly or
indirectly in a computer in order to bring about a certain result." 17 U.S.C. § 101 (Supp. I
1983).

4. The Copyright Act of 1976 took effect, for the most part, on January 1, 1978. Pub.
L. No. 94-553, 90 Stat. 2541 (codified as amended in scattered sections of 17 U.S.C.).



TEXAS TECH LAW REVIEW [Vol. 19:707

was not explicitly addressed and not well recognized.5 Indeed, rec-
ognizing that problems in the area of computer uses of copyrighted
works were not sufficiently developed for definitive legislative solu-
tion,6 Congress, enacting the 1976 Act, provided that the new Act
would neither cut off any preexisting rights nor create any new rights
with respect to the use of any copyrighted work in conjunction with
computers. 7 In 1980, drawing upon recommendations of the National
Commission on New Technological Uses of Copyrighted Works
(CONTU), Congress amended the Copyright Act to make specific
reference to computer programs.' In the years since, the courts have
held that computer programs, 9 whether written in source code,'0

5. While the definition of literary works in section 101 of the 1976 Act-'"works, other
than audiovisual works, expressed in words, numbers, or other verbal or numerical symbols
or indicia, regardless of the nature of the material objects, such as books, periodicals,
manuscripts, phonorecords, film, tapes, discs, or cards, in which they are embodied" -seemed
broad enough to encompass computer programs, and while the legislative history of the Act
suggested that computer programs, if original expressions, could be copyrightable, the issue
was not clearly settled before the 1980 amendments to the Copyright Act. 17 U.S.C. § 101
(1982).

6. H.R. 1476, 94th Cong., 2d Sess., 122 CONG. REc. 33,658-82 (1976).
7. Section 117, as originally enacted, provided:

[Tihis title does not afford to the owner of copyright in a work any greater or
lesser rights with respect to the use of the work in conjunction with automatic
systems capable of storing, processing, retrieving, or transferring information, or in
conjunction with any similar device, machine, or process, than those afforded to
works under the law, whether Title 17 or the common law or statutes of a State, in
effect on December 31, 1977, as held applicable and construed by a court in an
action brought under this Title.

Act of Oct. 19, 1976, Pub. L. No. 94-553, § 117, 90 Stat. 2541, 2565 (1976) (current version
at 17 U.S.C. § 117 (1982)).

8. The 1980 amendments added the definition of a computer program in section 101,
deleted the provisions in section 117 that provided that the new Act would neither create new
rights nor limit the copyrightability of computer programs, and implicitly recognized the
copyrightability of computer programs by providing (1) that the copying of a computer
program in a machine as an essential step in using the program was not an infringement and
(2) that the creation of archival copies of a copyrighted program by a lawful user was not an
infringement. Pub. L. No. 96-517, 94 Stat. 3028 (codified as amended in scattered sections of
17 U.S.C.).

9. See Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1249 (3d Cir.
1983), cert. dismissed, 464 U.S. 1033 (1984) (holding that computer programs are copyrightable);
Williams Elecs., Inc. v. Artic Int'l, Inc. 685 F.2d 870, 875 (3d Cir. 1982) (copyrightability of
computer programs firmly established in any event no later than the 1980 amendments to the
Copyright Act); Tandy Corp. v. Personal Micro Computers, Inc., 524 F. Supp. 171, 173 (N.D.
Cal. 1981) (a computer program is a "work of authorship" subject to copyright).

10. GCA Corp. v. Chance, 1982 Copyright L. Dec. (CCH) § 25,464 (N.D. Cal. 1982)
(source code falls within the protection of the copyright laws).
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object code," or microcode 2 are works which may be copyrighted.
Whether copyright protection extends beyond the literal com-

puter code has proven to be a far more difficult question. Copyright
protection has been granted to more familiar literary works where
there was no apparent literal similarity between the copyrighted and
accused works, but there was nevertheless "comprehensive" similarity
in the sense that the fundamental essence or structure of the work
had been appropriated. 3 Thus, translation, paraphrasing, rearrange-
ment, or adaptation of a work in a different medium, which embodies
the heart, mind, and soul of a copyrighted work, infringes despite
the lack of surface similarity.'

The principle that a copyright protects more than the literal
appropriation of the work collides with the countervailing principle

11. Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1246-47 (3d Cir.
1983), cert. dismissed, 464 U.S. 1033 (1984) (object code subject to copyright although not
humanly readable).

12. See NEC Corp. v. Intel Corp., 645 F. Supp. 590, 595 (N.D. Cal. 1986) (microcode
programs are computer programs and protectable under the Copyright Act). On December 16,
1987, Judge Ingram entered an order recusing himself and vacating the ruling of NEC Corp.
See NEC Corp. v. United States Dist. Court, 835 F.2d 1546 (9th Cir. 1988).

13. Professor Nimmer, in his treatise, refers to this as infringement by comprehensive
nonliteral similarity. See 3 NIMMER ON COPYRIGHT (MB) § 13.03 [A][]] (1987). The principles
of nonliteral infringement are exemplified in cases such as Burroughs v. Metro-Goldwyn-
Mayer, Inc., 683 F.2d 610, 624-28 (2d Cir. 1982); Sid & Marty Krofft Television Prods., Inc.
v. McDonald's Corp., 562 F.2d 1157, 1165-67 (9th Cir. 1977); Detective Comics, Inc. v. Bruns
Publications, Inc., 111 F.2d 432, 433 (2d Cir. 1940); Sheldon v. Metro-Goldwyn Pictures
Corp., 81 F.2d 49, 56 (2d Cir. 1936), cert. denied, 298 U.S. 669 (1936); Nichols v. Universal
Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930), cert. denied, 282 U.S. 902 (1930); Meredith
Corp. v. Harper & Row Publishers, Inc., 378 F. Supp. 686, 688-689 (S.D.N.Y. 1974), aff'd,
500 F.2d 1221 (2d Cir. 1974).

14. Infringement requires proof of ownership and copying by the alleged infringer. Since
there is often no direct evidence of copying, it is usually established by proof of access to the
copyrighted work and substantial similarity. Miller v. Universal City Studios, Inc., 650 F.2d
1365, 1375 (5th Cir. 1981). The doctrine of nonliteral similarity recognizes that similarity need
not be measured at the lowest (literal) level of expression. See id.

When copyrighted source code is directly converted into another computer language, it is
relatively easy to find infringement as an unauthorized translation or derivative work. See,
e.g., E.F. Johnson Co. v. Uniden Corp. of America, 623 F. Supp. 1485, 1493-97 (D. Minn.
1985) (translation of program from one language to another is an infringement). The more
difficult questions involve similarity and copying at the structural or organization levels.
Synercom Technology, Inc. v. University Computing Co., 462 F. Supp. 1003, 1013 n.5 (N.D.
Tex. 1978) (it is as clear an infringement to translate a computer program from, for example,
FORTRAN to ALGOL, as it is to translate a novel or play from English to French); GCA
Corp. v. Chance, 1982 Copyright. L. Dec. (CCH) § 25,464, (N.D. Cal. 1982) (copyrighted
source code covered infringing object code version of same work).
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that copyright protection does not extend to ideas, but only to their
expression. 5 Because statements of computer programs are far more
expressionless than the stylistic content of more common literary
works, and because they more often embody bare ideas, algorithms,
formulas, equations, processes, or methods of operation, it is not
easy to ascertain the protectable structure, order, or arrangement of
statements in a computer program and determine when there has
been a taking of the fundamental essence or structure.

A prescient and influential analysis of a closely related problem
was made in 1978 by the then district (now Fifth Circuit) Judge
Patrick Higginbotham in Synercom Technology, Inc. v. University
Computing Co. ' 6 The issue in Synercom was not the copyrightability
of computer programs per se, but rather of certain data input
formats. 7 The defendants' program for making structural analysis
calculations had been specifically designed to accept data formatted
for the plaintiff's software.' 8 Due to the plaintiff's extensive mar-
keting efforts, the format was well received in the industry and the
defendants, by adopting it, were able to obtain the benefits of
Synercom's labor.' 9 The copyrightability of these formats depended,
said the Synercom court, on whether the order or arrangement of
the data was merely the expression of an idea, or whether it involved
stylistic creativity separate and apart from the bare expression of the
idea-sequence and arrangement.2°

The Synercom court analogized the problem of input formats to
the automobile manufacturer's choice of a figure H gearshift pat-
tern.2' Once the idea of a particular pattern has been determined,

15. This principle, often referred to as the idea/expression dichotomy, found its origin in
the case of Baker v. Selden, 101 U.S. 99 (1879). In Baker, the Supreme Court held that blank
forms in Selden's book on accounting were not protectable by copyright because they were
necessary incidents to Selden's uncopyrightable method of accounting. Id. at 104-05. The
distinction drawn in Baker between the idea (or art), which is not protectable, and expression
embodying those ideas, which is protectable, is now explicitly embodied in the 1976 Copyright
Act. Section 102(b) of the Act provides that "[i]n no case does copyright protection for an
original work of authorship extend to any idea, procedure, process, system, method of
operation, concept, principle, or discovery, regardless of the form in which it is described,
explained, illustrated, or embodied in such work." 17 U.S.C. § 102(b) (1982).

16. 462 F. Supp. 1003 (N.D. Tex. 1978).
17. Id. at 1004.
18. Id. at 1008-09.
19. Id. at 1008.
20. Id. at 1012.
21. Id. at 1013.
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explained the court, the copyright law could not prohibit others from
making gearshifts with the same pattern, although written descriptions
of that pattern could be protected. 22 The court ultimately concluded,
though not without difficulty, that the expression of sequence and
ordering of data in the plaintiff's input forms was indistinguishable
from the idea, and therefore not protectable. 23 In reaching that
conclusion, the court did not decide whether the expression of
sequence and ordering of statements in a computer program would
be protected. The court did seem to recognize that copyright protec-
tion could extend beyond the literal source code level, indicating that
the translation of a computer program from one language to another
and the programming of a detailed description of a problem solution,
such as a flowchart or step-by-step set of instructions into computer
language, probably would be an infringement. 24

In 1985, the district court for the Middle District of Tennessee,
in SAS Institute, Inc. v. S & H Computer Systems, Inc. ,25 considered
the question not decided in Synercom-whether the programming of
source code from detailed design specifications in a copyrighted
manual constituted infringement. The court held that such source
code, although written in a different computer language than intended
by the specifications, was an infringing derivative work, just as the
copying of the structure and sequence, but not the text, infringes the
copyright in a literary work. 26 A few months later, the Massachusetts
District Court in Williams v. Arndt,27 reached a similar conclusion.

22. Id.
23. Id. The question the court posed was: "[i]f sequencing and ordering is expression,

what separable idea is expressed?" Id. The court could find none. Id.
The court went on to hold, in the alternative, that the formats were not copyrightable

because they did not involve "the product of labor and skilled effort separate and apart from
that entailed in the development of the intellectual conception involved." Id. at 1014 (emphasis
in original).

24. Id. at 1013 n.5. The court distinguished the case in which a computer program is
prepared from a general description of the problem to be solved, which would probably not
be an infringement. Id.

25. 605 F. Supp. 816 (M.D. Tenn. 1985).
26. Id. at 830. The court analogized the case to Meredith Corp. v. Harper & Row

Publishers, Inc., 378 F. Supp. 686 (S.D.N.Y.), aff'd, 500 F.2d 1221 (2d Cir. 1974). In
Meredith, the court held that the author of a competing child psychology textbook infringed
the copyright in the plaintiff's textbook despite the lack of literal similarity because the
defendants followed the same outline, sequence of topics and essentially paraphrased the
copyrighted text. 378 F. Supp. at 690.

27. 626 F. Supp. 571 (D. Mass. 1985).

19881
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Addressing the organizational similarities between the accused and
copyrighted computer programs, the Williams court held that the
generation of source code from a copyrighted manual describing step-
by-step procedures or processes used to accomplish a desired result
was an infringing "translation" of the copyrighted manual. 28

Then in late 1986, the Third Circuit in Whelan Associates, Inc.
v. Jaslow Dental Laboratory, Inc. ,29 held that the copyright in a
computer program may extend beyond the literal source code to the
program's structure, sequence, and organization. ° Whelan involved
a computer program for handling accounting and other business
matters of a dental prosthetics laboratory.3 The district court found
that the accused software, though not literally copied, and though
written in a different computer language, was nevertheless substan-
tially similar to the copyrighted software in structure and overall
organization.

3 2

On appeal, the defendant argued that the program structure was
the idea itself, not the expression. 3 Distinguishing between the ideas
embodied in a computer program and their expression, the Third
Circuit articulated a functional test: "the purpose or function of a
utilitarian work would be the work's idea, and everything that is not
necessary to that purpose or function would be part of the expression
of the idea."'3 4 "[W]here there are various means of achieving the
desired purpose," explained the court, "then the particular means
chosen is not necessary to the purpose; hence, there is expression,
not idea." 35 "[lIt follows," the court went on, "that anything
necessary to effect that function is also, necessarily, part of the idea,
too." 3 6 Concluding that the idea was the efficient organization of a

28. Id. at 578-79.
29. 797 F.2d 1222, 1248 (3d Cir. 1986), cert. denied, -U.S. __ , 107 S. Ct. 877,

93 L. Ed. 2d 831 (1987).
30. Id. at 1237. In Whelan, the defendant had access to the plaintiff's copyrighted

software and, indeed, even claimed an ownership interest in the copyright to the software, a
claim which the district court rejected. Id. at 1228.

31. Id. at 1225.
32. 609 F. Supp. 1307, 1320 (E.D. Pa. 1985), aff'd, 797 F.2d 1222 (3d Cir. 1986), cert.

denied, __ U.S. -, 107 S. Ct. 877, 93 L. Ed. 2d 831 (1987).
33. 797 F.2d at 1235.
34. Id. at 1236 (emphasis by court).
35. Id.
36. Id. The Whelan court perceived a possible conflict with Judge Higginbotham's opinion

in Synercom, although the Third Circuit acknowledged that Synercom dealt with input formats
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dental laboratory, the court determined that the software could be
copyrighted because there were any number of programs with dif-
ferent structures for expressing the same idea.17

Whelan was followed by another decision, in much the same
spirit. In Broderbund Software, Inc. v. Unison World, Inc.,38 a
California district court held that a program for creating customized
greeting cards infringed the plaintiff's popular "Print Shop" program
because copyright protection is not limited to the literal aspects of a
computer program, but extends to the overall structure of the pro-
gram, including audiovisual displays.39 Thus, at the time Plains
Cotton Cooperative Association v. Goodpasture Service, Inc.40 was
decided, most courts confronting the issue had concluded that the
scope of copyright protection could reach the overall appearance,
structure, and sequence of a computer program or its audiovisual
output.4 1

of a computer program and not the programs themselves. Id. at 1239. The court seemed to
conclude that Synercom rested on a premise that there was a difference between the copyrigh-
tablity of sequence and form in the computer context, as opposed to other contexts, and,
perceiving such a distinction, the court rejected Synercom's reasoning. Id. at 1239-40. But the
text of Synercom does not explicitly make such a distinction, and the Third Circuit's rejection
of Synercom's reasoning seems unjustified. Although it rejected this perceived distinction, the
Whelan court undertook to apply Judge Higginbotham's inquiry to the facts of the Whelan
case by asking, "[I]f sequencing and ordering [are] expression, what separable idea is being
expressed?" Id. at 1240. The court answered that question, concluding that the idea was the
efficient organization of the dental laboratory, and because there were any number of program
structures for expressing that idea, some of which were competitive with the plaintiff's program,
the structure of the plaintiff's program was not necessarily incident to that idea. Id.

37. Id. at 1240. The court derived this test from Baker v. Selden, 101 U.S. 99, 101-03
(1879), in which the Supreme Court, in a somewhat different context, distinguished protectable
expression from the unprotectable art as follows: "Where the art it teaches cannot be used
without employing the methods and diagrams used to illustrate the books, or such as are
similar to them, such methods and diagrams are to be considered as necessary incidents to the
art, and are given to the public." 101 U.S. at 101-02.

38. 648 F. Supp. 1127 (N.D. Cal. 1986). Following the district court's determination of
liability, the case was reportedly settled. See 34 Pat. Trademark & Copyright J. (BNA) 277
(July 16, 1987).

39. 648 F. Supp. at 1133. In many ways, Broderbund is closer to Synercom than Whelan,
since the audiovisual outputs, not the computer program per se, were in issue there. Never-
theless, Synercom and Broderbund are not necessarily inconsistent if the audiovisual displays
in Broderbund embody a modicum of stylistic creativity.

40. 807 F.2d 1256 (5th Cir. Jan.), cert. denied, - U.S. -, 107 S. Ct. 80, 98 L.
Ed. 2d 42 (1987).

41. These cases are sometimes referred to as "look and feel" cases. The term "look and
feel" comes from Sid & Marty Krofft Television Prods., Inc. v. McDonald's Corp., 562 F.2d
1157 (9th Cir. 1977), in which McDonald's ad campaign was held to be an infringement of
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In Plains Cotton, the Fifth Circuit affirmed the trial court's
denial of a preliminary injunction in an action for misappropriation
of trade secrets and copyright infringement in a system, known as
Telcot, for providing cooperative members with information about
cotton prices, availability, accounting services, and sales capability.4 2

The case arose in the familiar context of the development of com-
petitive software, known as GEMS, by former employees of Plains
Cotton and their new employer, Goodpasture. 43

The central issue on appeal was whether the trial court had
applied the correct standard in rejecting Plains' copyright infringe-
ment claim. 4 The trial court concluded that while the respective
systems were not identical at the source code level, the record showed
that "GEMS is very similar to Telcot on the functional specification,
programming, and documentation levels, ' 45 the main difference be-
tween the two programs being that "Telcot is designed to work on
a mainframe computer, whereas GEMS is designed for a personal-
computer."46

Although the appellate court held that the trial court's finding
that defendants had not copied the software was not clearly erro-
neous, it recognized that "[tihe legal finding by the district court
ultimately rests on a judgment about the extent of the protection
offered ... by [the] copyright." 47 Addressing the scope of protection

the "H.R. Pufnstuf" television series because characters and plot of the ad had a similar
"look and feel" to those of the copyrighted programs. 562 F.2d at 1167. The term is
unfortunate in the computer context to the extent that it implies that a computer program is
or should be an infringement if, to any ordinary lay observer, it has the "look and feel" of
a copyrighted program.

42. 807 F.2d at 1264.
43. Id. at 1257-59.
44. Id. at 1260. The trial court held that Plains failed to meet two of four requirements

necessary to obtain a preliminary injunction against copyright infringement: (1) a showing of
irreparable harm if the injunction were denied; and (2) a substantial likelihood of success on
the merits. Id. at 1259. As to the irreparable harm requirement, Plains had argued that
irreparable harm should be presumed in a copyright infringement case, as is the law in at least
three other circuits, the Second, Third and Seventh. See, e.g., Rushton v. Vitale, 218 F.2d
434, 436 (2d Cir. 1955); Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240,
1254 (3d Cir. 1983), cert. dismissed, 464 U.S. 1033 (1984); Atari, Inc. v. North Am. Philips
Consumer Elecs. Corp., 672 F.2d 607, 620 (7th Cir.), cert. denied, 459 U.S. 880 (1982). The
Fifth Circuit rejected this argument first, because it had never adopted such a rule; second,
because it refused to adopt such a rule in this case; and third, because the trial court's finding
that Plains would not be irreparably harmed was not clearly erroneous. 807 F.2d at 1261.

45. 807 F.2d at 1259.
46. Id.
47. Id. at 1262.
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afforded by the plaintiff's copyright, the court looked to the Syner-
corn decision in which Judge Higginbotham had concluded that the
organization and format of information input to a computer program
were mere ideas, not protectable expression, and the court refused
to extend copyright protection to the Telcot system beyond the source
code level.48 The Fifth Circuit reasoned that "[t]o the extent that
input formats represent a level of computer software design more
specific than functional design .... the issue of their copyrightability
is relevant to the issue of whether GEMS infringes on protected
Telcot designs."49

The court explicitly declined to adopt the reasoning of Whelan
for two reasons. First, because of the inadequate state of the record;
but secondly, and more significantly, because the evidence presented
by Goodpasture to the effect that similarities between programs were
dictated by the market, seemed to bring the facts squarely within
Synercom's analogy of the gearshift pattern. 0 The court also affirmed
the trial court's finding that Plains had failed to demonstrate suffi-
cient likelihood of success on the merits on its trade secret claim
because the trade secret battle, in the court's view, "was nothing
more than a restaging of the copyright battle."'" "The critical point"
said the court, "is that the misuse of these implementations can
occur only through copying the particular software designs on a
sufficiently specific level."15 2 Plains petitioned for certiorari on May
20, 1987; the petition was denied on October 5, 1987.11

It is unfortunate that the important issue-the scope of copyright
protection available to computer software-was decided in the pro-
cedural context, with such a factually arid record . 4 Granting the

48. Id.
49. Id.
50. Id.
51. Id. at 1263.
52. Id.
53. - U.S. __ , 108 S. Ct. 80, 98 L. Ed. 2d 42 (1987).
54. The district court's order denying the preliminary injunction makes only the briefest

reference to the evidence submitted during the two day hearing. The district court noted first
that: "It was the opinion of the plaintiff's expert witness that similarities in the two systems
.. .were sufficient as a basis for his opinion that defendants had copied plaintiff's system
and violated its interest under the copyright." 807 F.2d at 1260 n.l (quoting the district court's
opinion).

The court went on to state that: "On the contrary, it was the opinion of the defendant's
expert that there were many differences in the two systems . . . and ... that there was no

19881
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district court every benefit of the doubt in its resolution of the factual
issues and conflicting expert testimony, it is still difficult to under-
stand the Fifth Circuit's wholesale rejection of Whelan and its failure
to follow the analysis of Synercom, which it purportedly embraced.

The Fifth Circuit seems to have mistakenly perceived that the
input formats at issue in Synercom lay somewhere in the hierarchy
of levels of expression between line-by-line source code and higher
level functional or detailed design specifications. It seems to have
erroneously concluded that, to the extent that input formats represent
something more specific than functional design and more general
than line-by-line code, protection is precluded.5 The flaw in this
analysis is that the input formats considered in Synercom do not fit
anywhere within the hierarchy of levels of expression in a computer
program. It is because of the existence of various abstract levels of
expression-from object code to source code to functional specifi-
cations-that idea and expression do not merge in the computer
program in the way they do, for example, in the case of input
formats 56

The court should not have based its decision on the result reached
in Synercom because input formats were not at issue in Plains
Cotton.5 7 Instead, the court should have pursued Synercom's ultimate
inquiry, and asked: "What creative expression was present in the
Telcot system beyond the mere idea of providing a system for
accounting and other information to a network of users, or beyond
the elements of such a system that would be dictated by the market?"
Had the court done so, the result, if not different, would at least
have been more in harmony and easier to reconcile with Whelan.

While the test proposed in Whelan could stand some refinement,
the Fifth Circuit's rejection of Whelan is not easy to understand.

copying by defendants and no violation of the plaintiff's copyright." Id. Based on the hearing
and the parties post-hearing briefs, the district court concluded that the application for

preliminary injunction should be denied because of insufficient proof of irreparable harm and
failure to establish substantial likelihood of success on the merits. Id. at 1260.

55. Id. at 1262.
56. For a discussion of the various levels of expression inherent in a comlouter program,

see Whelan Assoc., Inc. v. Jaslow Dental Lab., Inc., 797 F.2d 1222, 1229 (3d Cir. 1986),
cert. denied, - U.S. -, 107 S. Ct. 877, 93 L. Ed. 2d 831 (1987); 1985 Computer Law
(MB) § 2.06[31 (1985).

57. The problem of copyrightability of input formats in Synercom is more akin to the
problem in Baker v. Selden, 101 U.S. 99 (1879), not copyrightability of computer software.
See supra note 15 for discussion of Baker.
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The court seemed unjustifiably piqued at the Third Circuit's rejection
of Synercom and the premise said to be inherent in Synercom that
"there [is] a difference between the copyrightability of sequence and
form in the computer context and in any other context." 8 If Syner-
corn's holding is predicated on such a premise, it is implied. Indeed,
it is questionable whether Synercom is based on any such premise in
view of Judge Higginbotham's footnote recognizing that the conver-
sion of detailed design specifications into programming language
probably would be an infringement. 9

Even if market externalities dictate similarities between the Telcot
and GEMS programs, as surely must be the case between any
competitive products, this hardly satisfies the Synercom inquiry of
whether the sequence and structure of the Telcot program contain
expression separate and apart from the idea. The gearshift analogy
is far too simplistic to provide a basis for determining the scope of
protection which should be accorded the program and, even for this
idea (analogy), it must be remembered, Synercom recognized that
textual descriptions of the gearshift pattern would be copyrightable. 6

0

Perhaps the best that can be said for the Fifth Circuit's analysis
is a reason it gave for refusing to embrace Whelan: The issue
presented on review of a denial of a motion for preliminary injunction
was simply too far removed from the actual merits of the case and
the record was only partially developed. 6' One can only hope that

58. 807 F.2d at 1262 (quoting Whelan, 797 F.2d at 1240).
59. Synercom Technology, Inc. v. University Computing Co., 462 F. Supp. 1003, 1013

n.5 (N.D. Tex. 1978).
60. 807 F.2d at 1262. Thus, while the concept of providing market information and

accounting services to cooperative members would clearly not be copyrightable, a particular
implementation, as expressed in functional specifications, detailed design specifications or even
at the source code level, should be. While there is significant opposition by many to extending
copyright protection to computer software beyond the literal source code level, this opposition,
in the author's view, is grounded more in the widespread industry practice of freely copying
source code and the practice of imitating products than in any principled distinction between
computer software and other literary work cases.

61. Id. The court's disposition of the trade secret claim is likewise unsatisfactory. The
district court made no specific factual findings or legal conclusions whatsoever with regard to
Plains' trade secret claim and the court of appeals simply concluded from the record that the
trial court considered the trade secret claim "alongside the copyright claims throughout." Id.
at 1263. The court's rejection of the trade secret claims on the theory that liability "can occur
only through copying the particular software designs on a sufficiently specific level" seems at
odds with its conclusion that "GEMS was very similar to Telecot on the functional specification,
programming and documentation levels." Id. at 1259.

19881
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the court has an opportunity to reconsider the issue on a more fully
developed factual record. As it stands, the decision is indicative of
a split in the circuits on an issue of pivotal technological and legal
importance. The Supreme Court's refusal to grant certiorari in either
the Whelan or Plains Cotton cases means that the uncertainty in the
law will, for the time being, persist.

B. Easter Seal Society v. Playboy Enterprises62

The Copyright Act of 1976 initially vested copyright in the hands
of the creator of a work, rather than in the hands of the party
involved in its commercialization. 6a One exception to this principle,
carried forward from the 1909 Act, was for "works made for hire."
"Works made for hire" or "works for hire," as they are more
commonly known, are defined by the 1976 Act as either "a work
prepared by an employee within the scope of his or her employ-
ment," 64 or "a work specially ordered or commissioned" within one
of nine enumerated categories65 when the parties expressly agree in
writing that the work shall be considered a work made for hire. 6

6 By
statute, then, the employer, not the creator of the work, is the
"author" of a work made for hire. 67 But determining who is an
"employee," for purposes of the work for hire doctrine, is not
always easy, particularly in the case of the independent contractor,

62. 815 F.2d 323 (5th Cir. Apr. 1987), petition for cert. filed, 56 U.S.L.W. 3271 (U.S.
Aug. 31, 1987) (No. 87-482).

63. Section 201(a) of title 17 of the United States Code provides that "[c]opyright in a
work protected under this title vests initially in the author or authors of the work ....... 17
U.S.C. § 201(a) (1982). Section 201(b), dealing with works made for hire, provides that "the
employer or other person for whom the work was prepared is considered the author for
purposes of this title, and, unless the parties have expressly agreed otherwise in a written
instrumint signed by them, owns all of the rights comprised in the copyright." 17 U.S.C. §
201(b) (1982). Section 201(c), dealing with contributions to collective works, such as a magazine,
periodical or anthology, for example, provides that "each separate contribution to a collective
work is distinct from copyright in the collective work as a whole, and vests initially in the
author of the contribution .... ." 17 U.S.C. § 201(c) (1982).

64. 17 U.S.C. § 101 (1982).
65. The categories are (1) a contribution to collective work, (2) a part of a motion picture

or other audiovisual work, (3) a translation, (4) a supplementary work, (5) a compilation, (6)
an instructional text, (7) a test, (8) answer material for a test, or (9) an atlas. 17 U.S.C. §
101 (1982).

66. 17 U.S.C. § 101 (1982).
67. 17 U.S.C. § 201(b) (1982).
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who creates works under the supervision and control of a hiring
party.

Under the 1909 Act, which contained no definition of a "work
made for hire," the employer was the author of a work whenever it
was produced at the instance and expense of the employer." As the
1909 Act approached the end of its tenure, the courts began applying
the same test to works of independent contractors, holding that the
party at whose instance and expense the work was prepared was the
author, even when the creator of the work was not an employee. 69

Then came the 1976 Act, which defined "works made for hire" in
a way that specifically excluded those of the independent contractor
except insofar as they fell within the rubric of one of the statutorily
commissioned works. 70

In 1984, the Second Circuit, in Aldon Accessories Ltd. v. Spiegel,
Inc. ,71 was presented with the question of whether the buyer, who
ordered the design and production of certain figurines from an
independent contractor, was the author of a work made for hire
under the 1976 Copyright Act.72 Influenced by the substantial weight
of pre-1976 Act precedent,"7 the Second Circuit concluded that if the
buyer actually supervised and controlled the creation of the work,
an employer-employee relationship existed for purposes of copyright
law.74 Two years later, the Seventh Circuit adopted the same approach

68. See, e.g., Scherr v. Universal Match Corp., 417 F.2d 497, 500 (2d Cir. 1969), cert.
denied, 379 U.S. 936 (1970); Lin-Brook Builders Hardware v. Gertler, 352 F.2d 298, 300 (9th
Cir. 1965).

69. See Murray v. Gelderman, 566 F.2d 1307, 1310-11 (5th Cir. 1978); Siegel v. National
Periodical Publications, Inc., 508 F.2d 909, 914 (2d Cir. 1974) (work for hire doctrine is
applicable when employee's work is produced at the instance and expense of employer even
in the case of an independent contractor); Picture Music, Inc. v. Bourne, Inc., 457 F.2d 1213,
1216-17 (2d Cir. 1972), cert. denied, 409 U.S. 997 (1972); Brattleboro Publishing Co. v.
Winmill Publishing Corp., 369 F.2d 565, 568 (2d Cir. 1966) (employer is the author whenever
an employee's work is produced at the instance and expense of his employer. The same
principle is applicable when parties bear the relationship of employer and independent con-
tractor). Each of these cases is discussed in the extensive review of the history of the work
for hire doctrine in Easter Seal.

70. The definition of work for hire refers to "employees acting within the scope of their
employment." 17 U.S.C. § 101 (1982).

71. 738 F.2d 548 (2d Cir. 1984), cert. denied, 469 U.S. 982 (1984).
72. See id. at 551.
73. Id. at 552.
74. Id. at 552-53. The Second Circuit concluded that while the legislative history of the

1976 Act indicated that Congress intended to change prior work for hire law dealing with
works prepared on special order or commission, there was no indication that Congress was
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in Evans Newton Inc. v. Chicago Systems Software,"5 holding that
the plaintiff, who hired an independent company to develop its
educational instruction program for use on microcomputer owned
the copyright for the work. 76 In 1987, the Fourth Circuit followed
suit in Brunswick Beacon, Inc. v. Shock-Hopchas Publishing Co.,

7 7

reaching the peculiar result that an advertiser who hired a newspaper
to create an ad on its behalf did not own the copyright because it
neither supervised the newspaper employees nor directed their work. 78

In the face of this substantial body of precedent, the Fifth
Circuit, in Easter Seal Society v. Playboy Enterprises,79 reconsidered
the scope of the work for hire doctrine under the 1976 Copyright
Act as it applied to independent contractors, reaching a different
conclusion from the Second, Fourth, and Seventh Circuits. The work
in controversy between these two unlikely antagonists was a videotape
of a mock Mardi Gras parade and Dixieland musical jam session
presided over by entertainer Ronnie Kole.80 The work, prepared by
a New Orleans television station for the Easter Seal Society, was
used in an edited version in the National Easter Seal Telethon.8 The
station later sent footage of the event to a Canadian television

focusing on the issue of whether contractors who were actually sufficiently supervised and
directed by the hiring party were to be considered "employees" acting within "the scope of
employment." Id. at 552.

Aldon upheld the following jury instruction as an accurate statement of the law:
A work for hire is a work prepared by what the law calls an employee working

within the scope of his employment. What that means is, a person acting under the
direction and supervision of the hiring author, at the hiring author's instance and
expense. It does not matter whether the for-hire creator is an employee in the sense
of having a regular job with the hiring author. What matters is whether the hiring
author caused the work to be made and exercised the right to direct and supervise
the creation. Id. at 551 (emphasis added).

75. 793 F.2d 889 (7th Cir.), cert. denied, __ U.S. -, 107 S. Ct. 434. 93 L. Ed. 2d

383 (1986).
76. Id. at 894.
77. 810 F.2d 410 (4th Cir. 1987).
78. Id. at 414. The majority opinion admitted that the result was perhaps inappropriate

or unfair, but said it was dictated by the statute. Id.
The same work for hire issue-whether the copyright was owned by the advertiser placing

a newspaper ad-also arose in Canfield v. The Ponchatoula Times, 759 F.2d 493 (5th Cir.
1985). The Fifth Circuit, in Canfield, expressly declined to pass on this issue at that time. Id.
at 495.

79. 815 F.2d 323 (5th Cir. Apr. 1987), petition for cert. filed, 56 U.S.L.W. 3271 (U.S.
Aug. 31, 1987) (No. 87-482).

80. Id. at 324.
81. Id.
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producer, who used footage of the tape in an adult film, "Candy
the Stripper."18 2 Contending that the work was one made for hire
and that it owned the copyright, the Society sued the television
station and Playboy Enterprises, a producer and distributor of the
film, for copyright infringement. 83

After reviewing the history of the work for hire doctrine under
the 1909 Act and the doctrine's puzzling legislative history in the
1976 Act, the Fifth Circuit initially concluded that while Congress
intended to change the work for hire doctrine, the manner in which
it intended to change the doctrine was unclear. 4 The court articulated
three possible interpretations of the 1976 Act's statutory language, 5

analyzed each, and concluded that while a literal reading of the work
for hire definition had its faults, 6 a literal reading was the soundest
interpretation.8 7 Accordingly, the court held that a work is "made
for hire" within the meaning of the 1976 Copyright Act if and only
if the party selling its authorship services is an employee within the
meaning of agency law, or if the parties comply with the requirements
for authorship of a commissioned work set forth in section 101(2).8
The court rejected the actual control test insisted upon by Aldon

82. Id. at 324-25.
83. Id. at 325.
84. Id. at 328-29.
85. The three possible interpretations were (1) the literal interpretation in which the

question of whether the purchaser of the work is an employee depends on whether he or she
would be an employee under principles of agency; (2) a more conservative interpretation in
which a work undertaken at the instance and expense of the buyer would be owned by the
buyer if the buyer had the right to control the work (whether or not the right was exercised),
assuming that the work did not fall within one of the nine exceptions carved out; and (3) the
approach taken by the Second, Seventh, and Fourth Circuits in which the buyer is an employer
for purposes of section 101(1) if the creator of the work actually acts under the direction and
supervision of the buyer at whose interest and expense the work is created. Id. at 329-32.

86. The court had two problems with such an interpretation. First, section 201(b) provides
that the author of a work for hire is the employer or "other person for whom the work was
prepared." Id. at 330. The court was troubled by the language "other person for whom the
work was prepared," because it sounded like an affirmation of the 1909 Act "work for hire"
doctrine. Id. Second, the court felt that if a literal interpretation were adopted, it would
constitute a radical revision of the "work for hire" doctrine as it existed before 1976. Id.
Such a radical revision had clearly been rejected by Aldon Accessories and other courts
following its thinking on grounds that no clear signal had been given by Congress along these
lines. Id. at 331. Yet, the Fifth Circuit was ultimately forced to the conclusion that just such
a "radical" revision was intended by adopting the literal approach.

87. Id. at 335.
88. Id. at 334-35. See supra note 65 (list of the statutorily enumerated categories of

commissioned works).
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Accessories because there was no way to derive the actual control
test from the language or legislative history of the statute.8 9

Having stated its interpretation of the statutory language, the
court indicated that it was highly unlikely that the Easter Seal film
could qualify as a "work for hire" under any interpretation of the
1976 Act. 9° The court then considered the question of whether the
Society was a co-author of the work, and concluded that the musical
performance by Easter Seal volunteers was a work of authorship
intertwined with the process of fixation controlled by the television
station, which itself was sufficiently creative and original to constitute
a work of authorship, thereby creating a joint work 9' between the
two.

92

The Fifth Circuit's detailed analysis of the scope of the work
for hire doctrine in Easter Seal is the kind of analysis that the
intellectual property bar might have hoped for in Plains Cotton.
Although at odds with the holdings of at least three other circuits,
the decision is the product of clear and careful statutory exegesis and
a genuine effort to discern congressional intent. The division between
the circuits created by Easter Seal, though undesirable, hardly com-
pares in significance to the split between the circuits as to the scope
of protection for computer software. Even so, uncertainty in the
application of the work for hire doctrine is completely avoidable by
providing for the written transfer of copyright from the independent
contractor to the party soliciting the work, regardless of the nature
of the relationship. 93 Moreover, in a number of the cases involving
independent contractors, the result will be the same regardless of the
circuit, because the party requesting the work will exercise enough
direction or control over the work to satisfy that circuit's test.

89. 815 F.2d at 334.
90. Id. at 336.
91. A "joint work" is a "work prepared by two or more authors with the intention that

their contribution be merged into inseparable or interdependent parts of a unitary whole." 17
U.S.C. § 101 (1982).

92. 815 F.2d at 336-37. Assuming that the work was one of joint authorship, Easter Seal
still loses. The court found no reason why the work for hire doctrine would have any impact
upon the authorship of a joint work made by a hiring party and an independent contractor.
Id. at 337. A joint work is treated as a tenancy in common, subject to the principle that one
co-owner, without the consent of the others, may exploit the work or grant a nonexclusive
license to third parties without accounting to the others. See infra note 99.

93. 17 U.S.C. § 201(d)(l) (1982).
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C. Goodman v. Lee9

Title 28, section 1338(a) of the United States Code provides that
"[t]he district courts shall have original jurisdiction of any civil
action arising under any Act of Congress relating to patents, plant
variety protection, copyrights, and trademarks. Such jurisdiction shall
be exclusive of the courts of the states in . . .copyright cases." 95

The statutory language might suggest, at first glance, that any dispute
involving ownership of copyright would be within the exclusive
jurisdiction of the federal courts. And it is often true that ownership
interests in copyrights do "arise under an Act of Congress relating
to . . . copyrights." But because copyrights are subject to alienation
by assignment, licensing, or encumbrance, like other property rights,
ownership may also be determined by state, not federal law.

In Goodman v. Lee,9 Judge Williams, writing for the Fifth
Circuit, 97 reversed the trial court's dismissal of a declaratory judgment
action for lack of federal question jurisdiction. 98 The plaintiff had
filed suit seeking to have the copyright registration in the song, "Let
the Good Times Roll," changed to reflect her joint authorship, but
the district court dismissed the suit as not arising under the copyright
law. 99

The test for whether the action "arises under" an Act of
Congress, said the court, is whether the complaint is for a remedy
expressly granted by the Act, asserts a claim requiring construction
of the Act, or, at the very least, presents a case where a distinctive
policy of the Act requires that federal principles control the dispo-

94. 815 F.2d 1030 (5th Cir. May 1987).
95. 28 U.S.C. § 1338(a) (1982).
96. 815 F.2d 1030 (5th Cir. May 1987).
97. Judge Williams participated in all three copyright decisions decided by the Fifth Circuit

during the survey period.
98. 815 F.2d at 1032.
99. Id. at 1031. The declaratory judgment complaint also sought an accounting for one-

half of the proceeds from the use and exploitation of the song. Id. The Copyright Act does
not provide for accounting by one co-owner to the other. Indeed, federal law provides that
in the absence of an agreement to the contrary, one joint owner does not have any obligation
to account to the other. Oddo v. Reis, 743 F.2d 630, 633 (9th Cir. 1984); Meredith v. Smith,
145 F.2d 620, 621 (9th Cir. 1944). Such an obligation stems, if at all, purely from state
contract law. 145 F.2d at 620-21. While the court determined that it would have pendent
jurisdiction over such a claim for an accounting, this claim, by itself, was clearly insufficient
to confer federal jurisdiction.
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sition of the claim.'0° In applying this test, the court concluded that
because the complaint alleged joint authorship, and because joint
authorship was determined by reference to the Copyright Act,' 0' the
case clearly involved the application and interpretation of the copy-
right ownership provisions of section 201(a).102

In reaching this conclusion, the court relied on Lieberman v.
Estate of Chayefsky, 03 which held that federal question jurisdiction
existed where ownership was in issue because the definition of joint
ownership was implicated.104 The Fifth Circuit both distinguished and
disregarded a line of cases holding that an action to establish title
in a copyright does not arise under the Copyright Act, 105 since in
those cases ownership was implicated by disputes arising from con-
tractual agreements, and not by the specific ownership provisions of
the Copyright Act.'06

To the extent that the face of the complaint raised an issue of
whether Goodman was a joint author and, therefore, a one time co-
owner of the copyrighted song, rather than an issue of whether
ownership rights had been transferred or acquired by agreement, the
Fifth Circuit's decision is undoubtedly correct. A few days later, the
Ninth Circuit, in Effects Associates, Inc. v. Cohen,0 7 without men-
tioning Goodman, applied the same analysis 0 8 and reversed a district

100. 815 F.2d at 1031 (citing T.B. Harms Co. v. Eliscu, 339 F.2d 823, 828 (2d. Cir. 1964),
cert. denied, 381 U.S. 915 (1965)).

101. Section 201(a) of title 17 of the United States Code provides that "[clopyright in a
work protected under this title vests initially in the author or authors of the work. The authors
of a joint work are co-owners of copyright in the work." 17 U.S.C. § 201(a) (1982). Although
the case involved the application of the 1909 Act, the substance of section 201(a) was present
in the prior Act as well. 815 F.2d at 1032.

102. 815 F.2d at 1031-32.
103. 535 F. Supp. 90 (S.D.N.Y. 1982).
104. Id. at 91.
105. See, e.g., Rotardier v. Entertainment Co. Music Group, 518 F. Supp. 919, 921

(S.D.N.Y. 1981) (essential claim in infringement action is to establish valid title by showing
noncompliance with a contract); Keith v. Scruggs, 507 F. Supp. 968, 971 (S.D.N.Y 1981) (gist
of the claim of ownership is breach of contract); Harrington v. Mure, 186 F. Supp. 655, 657
(S.D.N.Y. 1960) (claim of equitable ownership does not present a federal question because the
source of obligation to assign rights depends on common law).

106. 815 F.2d at 1032.
107. 817 F.2d 72 (9th Cir. 1987).
108. Id. at 73-74. An action does not arise under the Copyright Act, said the Ninth Circuit,

merely because the subject matter involves copyright, but arises only if the complaint seeks a
remedy expressly granted by the Copyright Act or asserts a claim requiring construction of
the Act. Id. at 73.
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court's dismissal of a copyright infringement and breach of contract
action because of the presence of a potential issue of federal copyright
law. 109 The Ninth Circuit's decision in Effects Associates goes con-
siderably further than Goodman, however, because the validity of
the appellant's assignment claim, admittedly a question of state law,
had to be decided in appellant's favor before its infringement claim
could be adjudicated." 0

III. TRADEMARK CASES

A. Sno- Wizard Manufacturing, Inc. v. Eisemann Products Co.'

The extent to which a competitor can imitate the packaging or
configuration of a product differs among the circuits. Unlike many
courts, the Fifth Circuit has been at the forefront of the law in
protecting product configuration and trade dress.'1 2 In Boston Pro-
fessional Hockey Association v. Dallas Cap & Emblem Manufactur-
ing, Inc.,13 decided in 1975, the Fifth Circuit was among the first
to recognize the existence of a cause of action under section 43(a)
of the Lanham Act ' 4 to prevent the unauthorized reproduction and
sale of hockey team emblems." ' Boston Professional Hockey was
followed by Chevron Chemical Co. v. Voluntary Purchasing Groups,

109. Id. at 74.
110. Id. at 73-74. The complaint for copyright infringement alleged on its face that there

had been an oral assignment of the copyright to the defendant, who had breached the
assignment agreement by failing to pay for his use of the copyrighted material in a film. The
lower court dismissed the complaint because the principal and threshold issue-the validity
and viability of the assignment-was a question of state contract law, not federal law. Id. at
73.

The Ninth Circuit's decision in Topolos v. Caldewey, 698 F.2d 991, 994 (9th Cir. 1983),
also involved a threshold question of state contract law. Concluding that a favorable decision
on that issue would position the plaintiff to sue for copyright infringement, the court held
federal jurisdiction in that case to be proper. Id. at 994-95. It would thus appear that in the
Ninth Circuit, at least, any kind of copyright ownership claim will be entertained, provided
there is an accompanying claim for copyright infringement.

111. 791 F.2d 423 (5th Cir. June 1986).
112. Trade dress is defined as the "total image" of a product or service. This may include

features such as size, shape, color or color combination, texture, graphics, or sales techniques.
John J. Harland Co. v. Clarke Checks, Inc., 711 F.2d 966, 980 (lth Cir. 1983).

113. 510 F.2d 1004 (5th Cir.), cert. denied, 423 U.S. 868 (1975).
114. 15 U.S.C. § 1125(a) (1982) (concerning civil liability for false descriptions or repre-

sentations in connection with goods or services).
115. Id. at 1012.
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Inc. ,116 in 1981, in which the court, acknowledging that a claim for
trade dress infringement could be brought under the "false desig-
nation of origin" prong of section 43(a)," 7 held that where the
features of the trade dress were arbitrary and served no function
other than to describe the product or assist in its effective packaging,
the plaintiff need not prove secondary meaning to prevail.118 Three
years later, in Sicilia Di R. Biebow & Co. v. Cox," 9 the court had
occasion to consider the issue of functionality in the trade dress
context, and it again adopted a protectionist approach.

The doctrine of functionality acts to "separate those configu-
rations that may be protected as property rights or trademarks and
those designs that the law will not permit any person to appropriate
or monopolize."'20 Functional features cannot be protected; 2' indeed
"functionality," the court has said, "privileges the copying of designs
or features that are functional.' ' 2 2 Only if a configuration is non-
functional can it qualify for protection. 2 3 If a trade dress or config-
uration is nonfunctional, and if it meets the further requirements of
either being sufficiently distinctive or having acquired secondary
meaning, it qualifies for protection.'2

In Sicilia, the Fifth Circuit held that a design or feature was
functional when it was "superior or optimal in terms of engineering,
economy of manufacture, or accommodation of utilitarian function
or performance.' '

1
25 A design that merely assists in a product's or

configuration's utility is not functional and may, therefore, be pro-
tected.' 2 "The ultimate inquiry concerning functionality," said the
court, "is whether characterizing a feature or configuration as pro-

116. 659 F.2d 695 (5th Cir. 1981), cert. denied, 457 U.S. 1126 (1982).
117. 659 F.2d at 702. In Sun-Fun Prods., Inc. v. Suntan Research & Dev. Inc., 656 F.2d

186 (5th Cir. 1981), the court held implicitly that a trade dress infringement action could be
brought under section 43(a) of the Lanham Act. 656 F.2d at 192.

118. 659 F.2d at 702. The court also held that the test for likelihood of confusion in the
case of a trade dress claim was the same as for a trademark or service mark claim and would
be determined by reference to the digits normally considered in the Fifth Circuit. Id. at 703.

119. 732 F.2d 417 (5th Cir. 1984).
120. Id. at 422.
121. Id. at 425.
122. Id. at 422.
123. See Sno-Wizard Mfg. Inc. v. Eisemann Prods. Co., 791 F.2d 423, 425 (5th Cir. June

1986).
124. Id. at 425 n.2.
125. 732 F.2d at 429.
126. Id.
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tected will hinder competition or impinge upon the rights of others
to compete effectively in the sale of goods."'' 27 Adopting this test of
functionality, the court rejected the concept of aesthetic functional-
ity-which prevents copying of ornamental designs or features be-
cause they provide a basis for consumer appeal or commercial
success-and opted for a utilitarian standard of functionality which
focused, ultimately, though not exclusively, on the effect that pro-
tecting the function or design would have on competition. 2

During the survey period, the Fifth Circuit had the opportunity
to apply the functionality doctrine announced in Sicilia to a product
possessed of virtually no nonfunctional design features whatsoever.
In Sno-Wizard Manufacturing v. Eisemann Products Co.,129 the
plaintiff brought a section 43(a) trade dress claim to restrain the sale
of a virtually identical snowball machine which was nothing more
than a stainless steel rectangular cabinet with a small motor mounted
atop. 130

In review of the trial court's dismissal of the claim, the Fifth
Circuit found two inquiries to be pertinent. The first, whether the
product configuration or trade dress qualified for protection, involved
the issues of functionality, distinctiveness, and secondary meaning."'
The second inquiry, whether a protected trade dress had been in-
fringed, involved application of the well-known "digits of likelihood
of confusion" analysis used in this circuit. 32

127. Id. at 429 (quoting In re Morton-Norwich Prods., Inc. 671 F.2d 1332, 1342 (C.C.P.A.
1982)).

128. See id. at 428-29. Other circuits, notably the Eighth, have adopted the aesthetic
functionality approach. See, e.g., Prufrock Ltd., Inc. v. Lasater, 781 F.2d 129, 133 (8th Cir.
1985).

129. 791 F.2d 423 (5th Cir. June 1986).
130. Id. at 424.
131. Id. at 425.
132. Id. The eight-odd digits of likelihood of confusion applicable in this circuit have been

articulated in numerous cases. See, e.g., Fuji Photo Film Co. v. Shinohara Shoji Kabushiki
Kaisha, 754 F.2d 591, 597-98, (5th Cir. 1985); Sun-Fun Prods., Inc. v. Suntan Research &
Dev., Inc., 656 F.2d 186, 189 (5th Cir. 1981); Roto-Rooter Corp. v. O'Neal, 513 F.2d 44, 45
(5th Cir. 1975). These digits were applied yet again in another trademark case decided during
the survey period, Oreck Corp. v. U.S. Floor Systems, Inc., 803 F.2d 166 (5th Cir. 1986),
cert. denied, - U.S. ., 107.S. Ct. 2462, 95 L. Ed. 2d 871 (1987), in which the Fifth
Circuit overturned a jury verdict of infringement on the grounds that there was no competent
and substantial evidence to support the verdict. 803 F.2d at 174. Oreck, which involved nothing
more than a straightforward application of the traditional digits of likelihood of confusion,
will not be the subject of further comment in this article.
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The district court had concluded that the design of the Sno-
Wizard machine was nonfunctional,'33 and not distinctive.' 34Finding
that the plaintiff had failed to carry its burden of proving secondary
meaning,'35 the district court went on to hold that even if the plaintiff
had a protectable trade dress, likelihood of confusion was not
present.3 6 The Fifth Circuit affirmed the trial court's findings as to
lack of secondary meaning and likelihood of confusion, but expressed
doubt as to the correctness of the trial court's determination of
nonfunctionality.'3 7

In finding the plaintiff's machine design to be nonfunctional,
the trial court focused only on the ultimate inquiry mentioned by
the Fifth Circuit in Sicilia-whether protection would hinder com-
petition-and concluded that it would not because there were nu-
merous different snowball machine configurations which could
compete with the Sno-Wizard machine. "8 The district court did not,
however, explicitly consider two subsidiary considerations which were
also part of the Sicilia functionality test: (1) whether the design
feature was superior or optimal in terms of engineering, economy of
manufacture, or accommodation of utilitarian function or perform-
ance, 39 and (2) whether the design merely assisted in a product's or
configuration's utility.' 4

0 The Fifth Circuit made it clear that Sicilia
requires more than just a determination of the effect protection will
have on a competitor. While it did not reverse the trial court's
determination of nonfunctionality, because it was unnecessary to do
so, the Fifth Circuit noted that the record, as might be suspected,
tended to support a finding of functionality.'

The court of appeals agreed with the trial court's conclusion
that survey evidence, the only evidence presented on the secondary
meaning issue, was flawed because it included to a disproportionate
extent owners or operators of Sno-Wizard machines. 42 The court

133. 791 F.2d at 426.
134. Id. at 427.
135. Id.
136. Id. at 428-29.
137. The discussion of the trial court's determination on the issue of functionality was

relegated to a footnote. Id. n.5.
138. Id. at 428.
139. Id.
140. Id.
141. Id.
142. Id. at 429. A properly conducted survey of secondary meaning, suggested the court,
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likewise found the trial court's analysis of digits on the issue of
likelihood of confusion not clearly erroneous,' 43 noting that while
the design of the accused machine was identical to the Sno-Wizard
machine, 144 other factors, such as the lack of any evidence of intent
to pass off an inherently weak trade dress, prominent display of the
defendant manufacturer's name on the product, and the lack of
actual confusion were not present. The court concluded that the
district court's ultimate conclusion that there was no likelihood of
confusion was, therefore, not clearly erroneous either.' 45

While both the district court and the Fifth Circuit seemed to
have reached the proper result in Sno-Wizard, the court's opinion
gives the reader the distinct impression that the court bent over
backwards to affirm the trial court on the issues of secondary
meaning and likelihood of confusion, when the trial court's misap-
plication of the Sicilia functionality test needed correction and ex-
plication. Nevertheless, the court's limited discussion of the
functionality issue, given the nature of the product, will be helpful
to other courts faced with the issue.

must be carefully conducted and controlled so as to elicit honest and unprompted consumer
reaction as to association between a given trade symbol and a single source of the product.
Id. Cross examination of the designer of the survey established that in most instances the
interviewee had full view of the Sno-Wizard machine during the interview and could see the
Sno-Wizard label. Id. n.6.

143. Id. at 428.
144. Similarity of products and configurations are facts considered in the "likelihood of

confusion" analysis. See Falcon Rice Mill, Inc. v. Community Rice Mill, Inc., 725 F.2d 336,
345 (5th Cir. 1984).

145. 791 F.2d at 429. The ultimate issue of likelihood of confusion, in this circuit, is a
question of fact and, therefore, reviewable under the Federal Rule of Civil Procedure 52(a)
"clearly erroneous" standard. Sicilia Di R. Biebow & Co. v. Cox, 732 F.2d at 430. See FED.

R. Crv. P. 52(a). The court also found that Sno-Wizard's claim under the Louisiana Unfair
Trade Practices and Consumer Act failed because likelihood of confusion was an essential
element under the Louisiana statute. 791 F.2d at 430.
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